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In the United States Court of Appeals for the 
District of Columbia 


No. 8193 

Dixie Rose Nursery, appellant 

v. 

Conway P. Coe, Commissioner of Patents, appellee 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from the judgment of the Dis¬ 
trict Court of the United States for the District of 
Columbia dismissing appellant's complaint brought 
under Section 4915, R. S. (U. S. C. Title 35, Sec. 63), 
to authorize the Commissioner of Patents to register, 
under the Trade-Mark Act of 1905, a trade-mark for 
“rose plants and cuttings and scions therefrom” con¬ 
sisting of the words “Texas Centennial” superposed 
on an outline map of the state of Texas. No dis¬ 
claimer of the word “Texas” or the outline map has 
been made. 

SUMMARY OF ARGUMENT 

1. The words “Texas Centennial” are merely de¬ 
scriptive, being simply the variety name of a particu¬ 
lar rose. 

2. The word “Texas” and the outline map of Texas 
are merely geographical and, since they have not been 

disclaimed, the mark as a whole cannot be registered. 

(i) 
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ARGUMENT 

The Trade-Mark Act of 1905 provides (section 5) 
that no mark shall be registered under the Act if it 
“ consists merely in words or devices which are de¬ 
scriptive of the goods with which they are used, or 
of the character or quality of such goods.” It is 
submitted that the mark here involved is merely 
descriptive of the goods with which it is to be used 
and that its registration under the Act of 1905 is, 
therefore, prohibited by the proviso just quoted. 

The lower Court found as a fact (finding No. 2) 

4 ‘that *Texas Centennial’ is the variety name of the 
rose covered bv Plant Patent No. 162 and that this 

m/ 

name has not been applied to any other rose or 
plant.” This finding is amply supported by the evi¬ 
dence. Defendants exhibit 2 below comprised sheets 
of the American Rose Annual of 1936. This exhibit 
states that “* * * in listing the roses which follow, 

the true name, as kept in the Society’s records, is 
used.” In the listing which follows “Texas Centen¬ 
nial” is given as a variety name. Similar listings are 
given in the publications offered as defendant’s exhibits 
3 and 4. The appellant’s witness Watkins unequivo¬ 
cally testified (X Q.’s 66 and 67) that “Texas Centen¬ 
nial” is the name of a particular variety of rose and has 
never been applied to any other. 

Some attempt has been made to show that the real 
name of the rose covered by plant patent No. 162 is 
“Red Hoover.” It is quite clear, however, that this 
is, at best, only another name which has been applied 
to the rose in the past, but is no longer used. Thus, 
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Watkins testified (Q.’s 47 to 49) that if an order were 
received for a Red Hoover rose “We would send them 
*Texas Centennial’ because that is what it really is.” 
It is evident from the evidence as a whole that “Texas 
Centennial” is the actual variety name under which 
the rose in question has been principally introduced to 
the trade. 

In view of the above, it seems quite evident that 
“Texas Centennial” designates the rose itself, and not 
its origin. In other words, a rose is a “Texas Cen¬ 
tennial” because it has certain physical character¬ 
istics, and not because it came from the Dixie Rose 
Nursery. The Witness Watkins testified (X Q.’s 70- 
76) that Texas Centennial roses may be propagated 
and sold by companies other than the Dixie Rose 
Nursery and that it was possible for customers to pur¬ 
chase these roses without knowing that they came 
from this nursery. The witness Stark testified (X 
Q.’s 74 to 77) that his company, Stark Brothers 
Nurseries and Orchards Co., sold “Texas Centennial” 
roses to customers, that they were not required to tell 
the customers where these roses came from and, in 
some cases, did not tell them. He further stated that 
if he merely saw such a rose growing in a garden, he 
could not tell whether or not it came from the Dixie 
Rose Nurserv. 

V 

It may be true that all Texas Centennial rose plants 
now in existence are descended from plants produced 
in the Dixie Rose Nursery. They may, however, be 
a number of generations removed from such nursery. 
It is the function of a trade-mark to indicate the 
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source of the particular product to which the mark 
is applied, rather than the source of some remote 
antecedent of the product. A customer buying fruit 
is interested only in knowing the orchard from which 
it came, and not the source from which the orchard 
obtained its trees or the seeds from which they grew. 
Obviously, if the fruit is defective, he has no remedy 
against the company which sold the trees to the or¬ 
chard, but only against the orchard itself. The same 
situation exists with respect to “Texas Centennial” 
roses. They may be produced and sold by various 
nurseries and, if they are defective, the customer has 
no remedy against the Dixie Rose Nursery (Stark 
R. X Q.’s 96 and 97). Thus, the name Texas Centen¬ 
nial, as actually used, does not indicate a product 
behind which the Dixie Rose Nursery stands, but 
merely denotes a particular variety of rose. 

It is to be noted that if a mark of the kind here in¬ 
volved could be registered under the Act of 1905, 
which permits indefinite renewals, the effect would be 
an indefinite prolongation of the monopoly. The ap¬ 
pellant here has produced and patented a new variety 
of rose. It is thus allowed a period of seventeen (17) 
years during which it can control the production of 
this rose and may exclude others from producing it 
under any name whatever. During this period, of 
course, the rose will be marketed under whatever 
name the appellant assigns to it and the public will 
then know it under this name and no other. If this 
name has become the exclusive property of the appel¬ 
lant, through a perpetually renewable trade-mark, the 
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public, upon the expiration of the patent, will be able 
to produce the rose but will not be allowed to buy or 
sell it under the only name which it has been taught 
to apply to it. 

The following quotation from the decision of the 
Supreme Court of the United States in Singer Manu¬ 
facturing Company v. June Manufacturing Company, 
163 U. S. 169, appears to be applicable to the present 
situation: 

It is self-evident that on the expiration of a 
patent the monopoly created by it ceases to 
exist, and the right to make the thing formerly 
covered by the patent becomes public property. 
It is upon this condition that the patent is 
granted. * * * It equally follows from the 
cessation of the monopoly and the falling of the 
patented device into the domain of things public, 
that along with the public ownership of the de¬ 
vice there must also necessarily pass to the pub¬ 
lic the general designation of the thing which 
has arisen during the monopoly in consequence 
of the designation having been acquiesced in by 
the owner either tacitly, by accepting the bene¬ 
fits of the monopoly, or expressly by his having 
so connected the name with the machine as to 
lend countenance to the resulting dedication. 
* * * It follows, then, that the right to use 

the name in every form passes to the public with 
the dedication resulting from the expiration of 
the patent. 

The rule laid down in the case just cited was reaf¬ 
firmed by.the Supreme Court in its decision in the 
recent case of Kellogg Company v. National Biscuit 
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Company, 305 U. S. 111. In that case the Court, held 
that, upon the expiration of the patents covering the 
making of “Shredded Wheat,” the use of that name 
was open to anyone making the product. In so hold¬ 
ing the Court said: “The plaintiff has no exclusive 
right to the use of the term “Shredded Wheat” as a 
trade name. * * * As Kellogg Company had the 
right to make the article, it had, also, the right to use 
the term by which the public knows it.” 

In view of these decisions it is evident that, when 
plant patent No. 162 expires, the public will be entitled 
to produce the rose there disclosed and to call it by the 
name “Texas Centennial,” which the appellant has ap¬ 
plied to it. Accordingly, a registration of this name, 
which would prevent its use for an indefinite period, 
cannot properly be granted. 

The mark here involved is thought to be readily dis¬ 
tinguishable from such registered marks as “Ivory,” 
“Post Toasties,” “Raleigh,” etc. Those marks are not 
used primarily to indicate a kind of goods, but to de¬ 
note origin. A soap identical in composition with Ivory 
soap but made by some company other than Procter and 
Gamble could not be identified by the public as Ivory 
soap; but a “Texas Centennial” rose, from any source 
whatever, would readily be recognized as such by rose 
growers. Conversely, Procter and Gamble may change 
the composition of Ivory soap at any time, while re¬ 
taining the name, but the “Texas Centennial” rose must 
always remain the same. 

The distinction between marks which by reason of 
continued use, have become associated, in the public 
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mind, with certain products, and marks which are pri¬ 
marily intended to designate goods of a certain kind, 
was clearly recognized by the United States Supreme 
Court in Lawrence Manufacturing Co. v. Tennessee 
Manufacturing Co., 138 U. S. 537. In its decision the 
Court said: 

Nothing is better settled than that an exclusive 
right to the use of words, letters, or symbols, to 
indicate merely the quality of the goods to 
which they are affixed, cannot be acquired. 
And while, if the primary object of the mark 
be to denote origin cr ownership, the mere 
fact that the article has also obtained such a 
wide sale tha,t it has also become indicative of 
quality, is not of itself sufficient to debar the 
owner from protection, and make it the common 
property of the trade (Burton v. Stratton, 12 
Fed. Rep. 696), yet if the device or symbol was 
not adopted for the purpose of indicating origin, 
manufacture, or ownership, but was placed upon 
the article to denote class, grade, style, or quality, 
it cannot be upheld as technically a Trade-Mark. 

The name “Texas Centennial” is clearly intended 
to indicate a particular kind of rose, rather than a 
rose produced by the Dixie Rose Nursery. Watkins 
testified (X Q.’s 66 to 68) that this nursery has ap¬ 
plied the name only to one variety of rose, and does 
not contemplate applying it to any other, and it is 
perfectly clear from the various advertisements of¬ 
fered in evidence that the appellant has used the name 
to distinguish this particular variety from others, and 
for no other purpose. The name was used by cus- 


tomers in ordering roses to designate this variety, as 
distinguished from other roses grown by the Dixie 
Rose Nursery, just as such names as “American 
Beauty,” “Red Radiance,” or “Stratford” might be 
used. It is thought to be evident, therefore, that 
“Texas Centennial” is the name of a particular vari¬ 
ety of rose and is, therefore, descriptive and not a 
proper subject for registration under the Act of 1905. 

As regards the second ground on which registration 
has been refused, it seems too clear for argument that 
the word “Texas” and the outline map of the state 
of Texas are merely geographical. It is the settled 
practice to refuse registration of a mark under the 
Act of 1905 unless such purely geographical features 
are disclaimed. This practice is based on the decision 
of the United States Supreme Court in Estate of P. D. 
Beckwith, Inc., v. Commissioner of Patents, 252 U. S. 
538, in which the Court held that a mark including 
descriptive and nondescriptive features could be reg¬ 
istered if the descriptive features were disclaimed. 
This holding, as was pointed out by the United States 
Court of Customs and Patent Appeals in In re Amer¬ 
ican Cyanamid and Chemical Corp ., 99 F. (2d) 964, 
necessarily implies that registration should be refused 
wh&re no such disclaimer is made. The same reason¬ 
ing would, ot course, apply to marks having a portion 
which is merely geographical. Appellant having 
failed to disclaim the geographical features of his 
mark, registration was properly denied on this ground. 

Appellant contends that the refusal of the Patent 
Office to register the mark here involved is inconsistent 
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with its registration of various other marks. Even 
assuming such inconsistency to exist, however, it 
would not afford a basis for reversing the lower 
Court’s decision in this case (Sharp v. Coe, 125 F. 
(2d) 185). The question presented here must be 
determined on its merits and not on the basis of 
what may have been done by the Patent Office in some 
other case. If other marks have been erroneously 
registered, the situation will not be improved by 
granting an erroneous registration here. 

It may be noted that it was at one tune the policy 
of the Patent Office to permit registration, under the 
Act of 1905, of marks including geographical features, 
on the ground that such features were fanciful or 
embodied a secondary meaning. This practice was 
based on reasoning such as that given by the United 
States Court of Customs and Patent Appeals in In 
re Plymouth Motor Corporation 46 F. (2d) 211. 
However, in its later decision in In re Canada Dry 
Ginger Ale, Inc., 86 F. (2d) 830, that Court over¬ 
ruled its former holding and adopted a stricter view, 
and this view has since been followed by the Patent 
Office. This fact accounts, to a great extent, for the 
alleged inconsistencies of which the appellant com¬ 
plains. The practice now followed, rather than the 
earlier one, is thought to be sound, for the reasons 
given above. 

CONCLUSION 

It is respectfully submitted that the mark sought 
to be registered is merely descriptive of the goods to 
which it is to be applied, and that its registration was 
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properly refused on this ground and on the further 
ground that it includes purely geographical features 
which have not been disclaimed. 

W. W. Cochran, 

Solicitor, United States Patent Office, 

Attorney for Appellee. 

E. L. Reynolds, 

Of Counsel. 
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STATEMENT OF CASE. 


On April 24,1936, plaintiff-appellant, Dixie Bose Nursery, 
made application for registration of its trade-mark, reg¬ 
istration being refused by the Examiner of Trade Marks 
on the ground “that the words ‘Texas Centennial’ * # • 
merely indicate a variety name of a particular rose,” and 
should, therefore, be disclaimed (PI. Ex. #1, Paper #1, 
p. 3), and, moreover, was “the name of a patented article” 
(PI. Ex. #1, Paper #10, p. 42), and the registration would, 
therefore, “tend to extend a monopoly” (PL Ex. #1, Paper 
#8, p. 27). 

On September 10,1938, the registration of the mark was 
finally refused (PL Ex. #1, Paper #12, p. 47) for “reasons 
hitherto stated” and thereupon appeal to the Commissioner 
of Patents in person was filed (Pl. Ex. #1, Paper #13, 
pp. 48-50). The Assistant Commissioner of Patents in his 
first decision of June 12, 1940 (Pl. Ex. #1, Paper #19, 
pp. 63-65) overruled the holding of the Examiner of Trade 
Marks that registration should be refused because appli¬ 
cant’s “Texas Centennial” rose is patented, but affirmed 
the Examiner on the ground that the expression “Texas 
Centennial” as used with applicant’s goods, is devoid of 
trade-mark significance because employed as a variety 
name, being listed as such in applicant’s catalog. 

The Commissioner further held as a ground for refusal 
that both the word “Texas” and shape outline of the State 
of Texas are geographical “and their disclaimer on that 
ground would be required even were the mark otherwise 
unobjectionable” on the authority of In re Canada Dry 
Ginger Ale, Inc., 86 F. (2d) 830; 24 C. C. P. A. 804. 

Petition for reconsideration was then promptly filed by 
applicant due to the entirely new ground of refusal, i. e., 
the geographical character of the mark. 
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On August 26, 1940, the Assistant Commissioner of Pat¬ 
ents reaffirmed his previous decision and thereupon appli¬ 
cant filed suit on October 18, 1940, in the United States 
District Court for the District of Columbia under B. S. 
Sec. 4915, setting up the unjust rulings of the Assistant 
Co mm issioner of Patents and that they were without ground 
in law or fact. 

The primary issues and contentions of appellant (amply 
supported by proof) in the Court below, and which are 
carried to the Court here, in view of their importance not 
only to the plant industry but to all owners of registered 
trade-marks for varieties of goods, are as follows: 

(1) Whether or not there is any basis in the Trade 
Mark Statutes, or in the decisions interpreting the same, 
for a rejection of an application to register a trade-mark, 
on the ground that the trade-mark is the name of a variety 
of goods or of a variety of plant. Appellant contended 
below that there is no basis in law or in practice for such 
a ground of rejection, and adduced evidence showing that 
the practice of the Patent Office has been and is to register 
trade-marks which are the names of varieties of goods, and 
it is also the practice of the Patent Office to register trade¬ 
marks which are the names of varieties of plants. 

(2) Whether or not the inclusion in the mark as a 
whole, which comprises the notation “Texas Centennial” 
and the crude outline of the State of Texas, of features 
which alone only are geographical, requires the disclaimer 
of such geographical features if the mark is otherwise 
unobjectionable. Appellant contended below that the! trade¬ 
mark “Texas Centennial” must be considered as a whole 
in regard to its significance, and the fact that a 
said mark, namely, the word “Texas” and the 
geographical, does not make the mark as a 
graphical, because the mark as a whole has no 
as indicative of a geographical place, region, or 
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' (3) Whether or not the Trade Mark Statutes inhibit 
the registration of a trade-mark which is applied to a 
variety of plant, thereby making such trade-mark the name 
of the variety, and devoid of any trade-mark significance. 
Appellant pointed out below that the identical trade-mark 
in issue in the instant case, namely, “Texas Centennial”, 
together with an outline of the State of Texas, had already 
been registered for a variety of wine, and that the only 
substantial difference was a difference of goods, namely, 
a variety of plant on the one hand and a variety of wine 
on the other, thereby indicating that by the refusal to 
register the trade-mark of the instant case the Patent Office 
is discriminating against the owners of trade-marks for 
varieties of plants. Appellant further contended that the 
law does not inhibit the registration of trade-marks for 
plant varieties, and that the evidence showed that many 
trade-marks for varieties of plants have been registered. 

Proceedings in the District Court. 

The case was tried December 9, 1941, before His Honor, 
Justice Daniel W. O’Donoghue, and before taking up the 
points relied upon to support appellants appeal herein, we 
desire to briefly indicate to this Court the nature of the 
testimony and evidence placed before the trial court. The 
appellant took this case to the District Court under Revised 
Statutes Sec. 4915 for an independent hearing, and appel¬ 
lant introduced, as it is permitted to do, under the Statutes, 
a large amount of evidence additional to that presented 
in the Patent Office. 

It may be noted at the outstart that appellant made no 
effort to .refute the position of the Patent Office tribunals 
that the mark “Texas Centennial”, or composite trade¬ 
mark taken as a whole, was a variety trade-mark. 

Appellants position is that the refusal of registration 
on the ground that the mark is the name of a variety is an 
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improper ground of refusal. There is no basis for Such 
refusal either in the law or practice. 

The evidence will show that appellant actually proved the 
above notation to be a variety trade-mark, that is, a trade¬ 
mark applied to a particular variety of rose plant, similar 
in all respects to over a hundred examples, in evidence, of 
registered trade-marks for varieties of soaps, cigarettes, 
wines, breakfast foods, and even varieties of organic life 
products, such as various kinds of plants, varieties of ani¬ 
mals, such as “Seeing Eye” dogs, “Arabian” horses, etc. 
Such prior and coincident registrations are in evidence as 
Plaintiff’s Exhibits Nos. 13, 14, 15, 16, 17 and 20. 

The testimony of a number of witnesses was taken on 
behalf of appellant, including a partner of the appellant 
company, and other persons of high repute and long ex¬ 
perience, both in connection with the use of trade-marks 
in the plant industry and other commercial industries. The 
testimony of these witnesses and record evidence proved: 

(1) That variety names for merchandise, machines* etc., 
are among the most common types of registrable trade¬ 
marks (see PI. Exs. 3, 4,14 to 17). 

(2) That the regular practice of the Patent Office has 
been to grant registrations for trade-marks which are the 
names of varieties of products (see plaintiff’s exhibit^ un¬ 
der No. 1, supra). 

(3) That appellant’s trade-mark product was patented 
and subject to exclusive monopoly, as are many trade- 
marked products in other lines of commerce. (Tr. 45) 

(4) That appellant’s variety trade-mark is used in com¬ 
merce in exactly the same manner as are the variety trade¬ 
marks of owners and manufacturers of other products in 
other lines of commerce. (Tr. 48) 

(5) That appellant’s trade-mark was employed to, and 
actually does, point to the origin of the plant products to 
which it was applied. (Tr. 43, 68) 
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(6) That the public is required to call for the variety 
goods of owners of variety trade-marks in lines of com¬ 
merce other than that of appellant by using the variety 
trade-mark by which such goods are known in identically 
the same manner as with respect to appellant’s goods. 
(Tr. 55, 57, 62, 68, 70) 

(7) That purchasers of goods denoted by ordinary 
variety trade-marks of owners of trade-marks in other lines 
of trade than appellant’s, cannot get the goods when pur¬ 
chasing except by “describing” them by calling for them 
by their variety trade-mark appellations. (Tr. 55, 56,57) 

(8) That the plant industry is being discriminated 
against without foundation in law by the action of the 
Commissioner in this case, and that the testimony of certain 
of the largest plant nurserymen in the United States cor¬ 
roborated this fact. 

(9) That the trade-mark here in controversy does not 
describe any characteristic or quality of the plants on 
which it is used in trade. (Tr. 71) 

(10) That the trade-mark notation is not the generic 
name of the plant but to the contrary was definitely adopted 
for the purpose of use as a trade-mark to point to the 
origin or source of the goods. (Tr. 81) 

(11) That no testimony refuting that of appellant and 
the latter’s evidence was even offered by the appellee. 

(12) That the small amount of record evidence offered 
by appellee was corroborative of that of appellant and not 
even contended to refute appellant’s case. 

From the judgment of the District Court, dismissing the 
complaint, plaintiff has appealed to this Court. 
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STATUTES INVOLVED. 


R. S. Sec. 4915 (U. S. C. A., Title 35, Section 63): 

“Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dis¬ 
satisfied with the decision of the board of interference 
examiners, the applicant, unless appeal has beeik taken 
to the United States Court of Customs and Patent Ap¬ 
peals, and such appeal is pending or has been decided, 
in which case no action may be brought undfer this 
section, may have remedy by bill in equity, if filed 
within six months after such refusal or decisio^i; and 
the court having cognizance thereof, on notice!to ad¬ 
verse parties and other due proceedings had, may 
adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention, as specified 
in his claim or for any part thereof, as the facts in the 
case may appear. And such adjudication, if it be in 
favor of the right of the applicant, shall authorize the 
commissioner to issue such patent on the applicant 
filing in the Patent Office a copy of the adjudication 
and otherwise complying with the requirements pf law. 
In all cases where there is no opposing party h copy 
of the bill shall be served on the commissioner; and all 
the expenses of the proceedings shall be paid by the 
applicant, whether the final decision is in his favor or 
not. In all suits brought hereunder where there are 
adverse parties the record in the Patent Office stall be 
admitted in whole or in part, on motion of either!party, 
subject to such terms and conditions as to cosfs, ex¬ 
penses, and the further cross-examination of the wit¬ 
nesses as the court may impose, without prejudice, 
however, to the right of the parties to take farther 
testimony. The testimony and exhibits, or parts 
thereof, of the record in the Patent Office when ad¬ 
mitted shall have the same force and effect as if origi¬ 
nally taken and produced in the suit.” (R. S. Par. 
4915; February 9, 1893, c. 74, Par. 9, 27 Stat. 436; 
March 2, 1927, c. 273, Par. 11, 44 Stat. 1336; March 2, 
1929, c. 488, Par. 2(b), 45 Stat. 1476; August 5i 1939, 
c. 451, Par. 4, 53 Stat. 1212.) 
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The portion of the Trade Mark Act of 1905 applicable 
to this case : 

Section 5 (U. S. C. A., Title 15, sec. 85). 

“That no mark by which the goods of the owner of 
the mark may be distinguished from other goods of the 
same class shall be refused registration as a trade¬ 
mark on account of the nature of such mark unless 
such mark— 

• • • • • 

Provided, That no mark which consists merely in the 
name of an individual, firm, corporation, or association 
not written, printed, impressed, or woven in some par¬ 
ticular or distinctive manner, or in association with a 
portrait of the individual, or merely in words or de¬ 
vices which are descriptive of the goods with which 
they are used, or of the character or quality of such 
goods, or merely a geographical name or term, shall 
be registered under the terms of this Act.” (Emphasis 
ours.) 

R. S. Sec. 4886 (XT. S. C. A., Title 35, Section 31): 

“Any person who has invented or discovered any 
new and useful art, machine, manufacture, or composi¬ 
tion of matter, or any new and useful improvements 
thereof, or who has invented or discovered and asexu- 
allv reproduced any distinct and new variety of plant, 
other than a tuber-propagated plant, not known or 
used by others in this country, before his invention or 
discovery thereof, and not patented or described in any 
printed publication in this or any foreign country, 
before his invention or discovery thereof, or more than 
one year prior to his application, and not in public use 
or on sale in this country for more than one year prior 
to this application, unless the same is proved to have 
been abandoned, may, upon payment of the fees re¬ 
quired by law, and other due proceedings had, obtain 
a patent therefor.” (R. S. Sec. 4886; March 3, 1897, 
c. 391, Par. 1, 29 Stat. 692; May 23,1930, c. 312, Par. 1, 
46 Stat. 376; Aug. 5,1939, c. 450, Par. 1, 53 Stat. 1212.) 
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STATEMENT OF POINTS BELIED ON. 

(1) The Commissioner of Patents is not legally war¬ 
ranted in holding the trade-mark notation here involved 
unregistrable, having in view the provisions in, and inter¬ 
pretation of the Trade Mark Act of 1905 by the Federal 
Courts, and the practice of registering such marks ever 
since the enactment of the Act. 

(2) The Commissioner of Patents is discriminating 
against owners of trade-marks used in the plant industry 
which in every respect are similar to trade-marks for other 
commercial products. 

(3) The holding of non-registrability of the notation 
here involved would, if affirmed by this Court, tend to in¬ 
validate many hundreds of registrations issued and con¬ 
stituting valuable assets of many manufacturers and 
dealers in articles of commerce. 

(4) The Court below erred in failing to find as a fact 
that the Commissioner of Patents did not controvert the 
evidence adduced by appellant warranting registration of 
the trade-mark in controversy. 

(5) The Court below failed either to write an opinion 
or make his own findings on the important issues rais ed in 
these proceedings (United States v. Forness, U. S. C. C. A. 
(2nd Cir.), 5 Fed. Rules Serv. 52a.ll, Case 4; Dept. Just. 
Bull., No. 140, Jan. 20,1942). 

(6) The Court below should not have mechanically ac¬ 
cepted the findings prepared by the winning party, which 
do not support the conclusions of law reached, but should 
have made his own findings to support such conclusions, as 
required by Rule 52 of the Federal Rules of Civil Procedure 
(See case cited under (5) supra). 

(a) Since the findings of fact in this case were 
mechanically adopted by the Court as drafted by the 
winning party, without being based upon any opinion 
written or orally expressed by the Court, this Appel¬ 
late Court is free to make its own findings upon the 
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record of the trial and is not bound by the findings 
below (See United States v. Forness, supra). 

(b) The evidence in this case discloses that finding 
of fact #1 is a finding of common practice in the 
Patent Office in view of which trade-mark registrations 
are granted and which practice was not followed in the 
instant case; therefore it forms no basis for the con¬ 
clusions of law reached below. 

(c) The finding of fact #3 is clearly erroneous 
and not based upon the clear weight of the evidence in 
this case in indicating that the growers of the “Texas 
Centennial” variety were not required in selling these 
roses “to indicate that the plaintiff supplied the origi¬ 
nal plants.” The evidence shows that the growers 
were required to so indicate but it makes no difference 
whether they were or not! 

(d) The findings of fact #1, #2 and #3, irrespec¬ 
tive of the foregoing, actually warrant the issue of 
registration sought by appellant for its trade-mark 
“Texas Centennial”. In other words, accepting these 
findings of fact, it would follow as a legal conclusion 
that appellant’s trade-mark should have been regis¬ 
tered. 

(e) Generally, all the findings of fact in the light 
of the evidence adduced at the trial below require a 
holding that the conclusions of law are against the 

! substantial evidence on behalf of appellant, and are 
clearly erroneous and the Court below should be re¬ 
versed. 

(f) The conclusions of law do not legally follow as 
a result of the findings of fact and cannot be based 
upon the findings of fact. 

(g) The conclusion of law #1 is clearly erroneous 
and against the clear weight of the evidence, because 
the Trade Mark Act of 1905 does not prohibit the 
registration of a variety name, and the facts in this 
case show that variety names of plants are not descrip¬ 
tive any more than variety names of other products 
now registered. 

(h) The conclusion of law #1 is clearly erroneous 
and against the clear weight of the evidence, because 
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the evidence shows that hundreds of trade-marks have 
been registered for variety names which have the same 
significance in characterizing the goods as does the 
appellant’s variety name “ Texas Centennial’The 
conclusion is inherently erroneous because the un¬ 
rebutted evidence proved variety names are not de¬ 
scriptive, and that appellant’s trade-mark “Texas 
Centennial” does not describe the plant. The conclu¬ 
sion also is not based on any finding of fact. 

(i) The conclusion of law #2 is clearly erroneous 
because it has no application to the case at bar, merely 
referring to the single word “Texas” which is not the 
trade-mark of the appellant. Said conclusion is like¬ 
wise clearly erroneous because the appellant wa^ never 
required to disclaim the word “Texas” un^er the 
established practice of the Patent Office nor wa^ he so 
required in the instant case during the prosecution of 
the application below in the Patent Office. The con¬ 
clusion is not based on any finding of fact. 

(j) The conclusion of law #2 is clearly erroneous 
and without any basis in the evidence, because it in¬ 
volves a legal error in attempting to split up the ap¬ 
pellant’s trade-mark and render a decision in refer¬ 
ence to a part thereof, viz., the word “Texas” instead 
of the whole trade-mark. 

(k) The conclusion of law #3 is clearly errjoneous 
because it has no legal basis to warrant reaching the 
same in the light of the findings of fact expressed by 
the Court below and the previous conclusions of law 
set up. 

(l) The conclusion of law #4 is clearly erroneous 
and against the clear weight of the evidence, because 
it does not follow as a legal consequence in the light 
of the previously expressed conclusions of law and 
findings of fact. 

(m) The conclusions of law of the Court below are 
not supported by the clear weight of the evidence pre¬ 
sented at the trial, and the relevant established au¬ 
thorities of law, and are clearly erroneous. 

(n) The conclusions of law of the Court below are 
clearly erroneous in the light of the actual facts found 
by the Court on which they purport to be based. 
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SUMMARY OF ARGUMENT. 


(1) It is and has been the common practice of the Pat¬ 
ent Office to register trade-marks for varieties of goods. 

(2) There is no inhibition in the statute against the reg¬ 
istration of variety names of plants or other products, 
and the Commissioner and the Trial Court have illegally 
discriminated against the trade-mark for appellant’s plant 
products. 

(3) The trade-mark in controversy is not descriptive of 
the goods. 

(4) A trade-mark for plant products is valid. (Stark 
Bros . Nurseries & Orchards Co. v. Stark et al., D. C., S. W. 
D. Missouri, modified 8th C. C. A., 257 Fed. 9; affirmed by 
Supreme Court, 255 U. S. 50.) 

(5) The trade-mark in controversy is not geographical 
in significance when considered as a whole and the author¬ 
ity used by the Commissioner on this point does not sup¬ 
port his position, or the findings and judgment of the 
Trial Court. 

(6) Disclaimer of elements of a composite mark is not 
necessary where the mark as a whole is not merely geo¬ 
graphical. 

(7) The licensing of others to propagate and sell ap¬ 
pellant’s plants does not destroy function of trade-mark. 

(8) The Patent Office has produced no evidence what¬ 
soever to controvert appellant’s case, but instead put in 
corroborative evidence. 

(9) The findings of fact #1 and #2 do not support the 
conclusions of law; the finding of fact #3 is in part against 
the clear weight of the evidence below, and anyway does 
not support the conclusions of law reached. 

(10) The conclusions of law are clearly erroneous be¬ 
cause against the clear weight of the appellant’s testimony 
and evidence adduced at the trial. 
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ARGUMENT. 

Narrative Outline of Proceedings Below Affecting Appel¬ 
lant’s Trade-Mark and Comments Thereon. 

Before taking up the argument proper applicable to the 
peculiar trade-mark situations involved herein and the un¬ 
usual implications that are involved by reason of the prac¬ 
tice which the Patent Office has instituted, and the Court 
below confirmed necessitating this appeal, we believe it 
desirable to set forth in some detail facts and testimony 
adduced at the trial below. 

First of all, the appellant, Dixie Rose Nursery, operates 
a plant nursery in which it develops and propagates or 
grows many different varieties of plants, including par¬ 
ticularly roses. Among the latter is the variety to which 
appellant applied the trade-mark notation involved Li this 
suit. This variety originated as a sport of the well known 
variety “President Herbert Hoover”, a yellow Hybrid 
Tea rose. Because of its origination, this new rose, red 
in color by mutation, was known as “Red Hoover’[ (PI. 
Exs. #5, 6, 7). This is the generic or descriptive name of 
the variety to which the trade-mark here in issue is applied. 

In the year 1935, appellant decided to adopt and use a 
trade-mark for this variety, the composite notation in¬ 
volved in this suit, including the words “Texas Centennial” 
imprinted upon a base having the rough outline configura¬ 
tion of the State of Texas, as shown by the tag or label in 
evidence (PI. Ex. #21). 

That it was the intention that this composite trade-mark 
was to be appellant’s trade-mark for the purpose of indi¬ 
cating the origin or source of the plants in appellant’s com¬ 
pany is indicated in the record as follows (Tr. 43, 44) 

“31 Q. What is the purpose of this trade-matfc or 
notation ‘Texas Centennial’ adopted by your company? 
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A. Chiefly to show the origin of the plant, the source 
of it; to show that it comes from our company. 

32 Q. Does your company have an established repu¬ 
tation in the business in its vicinity? A. Yes, we do. 

33 Q. When your company decided to adopt this 
trade-mark at the time you mentioned, what did it do 
about protecting it? A. Well, we applied through 
attorneys for it; we applied through Robb & Robb. 

34 Q. For what purpose? A. For trade-mark 
rights on the name. 

! 35 Q. I hand you a letter and ask if you can identify 
the signature on this letter? A. Yes. That is my 
fathers signature.’’ 

This letter, Plaintiff’s Exhibit #22, is important evi¬ 
dence as indicating the intention that the notation should 
perform the function of a trade-mark as this is understood 
in the law, and the appellant’s intention to so use it is 
important in the light of the interpreting decisions of this 
law. 

The most recent case of this kind is the “Club Cracker” 
case. This mark was declared to be a valid trade-mark and 
not a grade mark. The court pointed out that a name may 
still be a valid trade-mark, even if, apart from its trade¬ 
mark function, it serves also to indicate a certain grade or 
quality. 

1 “It is of course the law that a name, which is used 
solely to identify some particular type or grade of 
goods or to differentiate it from others of the same 
manufacture, will not by such use become a trade-mark. 
* * # But it is equally well established that where 
the intention is to acquire a trade-mark, the mere fact 
that the name also serves to designate a particular 
kind, grade, or quality of article manufactured does 
not prevent the creation of a trade-mark right in it.” 
(Italics ours.) Keebler Weyl Baking Co. v. J. S. Ivins’ 
Son, Inc., 7 F. Supp. 211, at p. 212, 24 T. M. Rep. 161 
(164), (D. C. E. D. Pa. 1934). 

From Derenberg “Trade-Mark Protection and Unfair 
Trading” (1936 Ed. Chap. 4, Sec. 17 at Pages 234-235). 
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Not only did the appellant adopt and use the trade-mark 
in its business, but it also later obtained a patenj; under 
the plant law of the United States, Plant Patent No. 162, 
Plaintiff’s Exhibit #23, for the plant variety itself. 

The record is clear that appellant adopted and used its 
trade-mark in precisely the manner of adoption and use of 
any valid trade-mark such as employed by manufacturers 
or merchandisers of thousands of other products sold in 
commerce at the present time. Moreover, the appellant 
similarly to the said manufacturers and merchandisers of 
other products, having patented its rose and, therefore, 
secured a monopoly upon the variety with which its trade¬ 
mark is used, licensed other nurserymen over the country 
to propagate others from its plants so as to facilitate the 
distribution of the variety throughout the United States. 
These licensees were located at some thirty or thirty-five 
distribution points. Appellant then advertised the rose 
variety as shown particularly by exemplifications of the 
mediums, Plaintiff’s Exhibits #5, 6, and 7, wherein it will 
be noted that the variety was designated as “NeW rose, 
Texas Centennial” with the generic name “Red Hoover” 
below this in parentheses. 

It may be incidentally noted that varieties of roses can¬ 
not be reproduced true to form except by asexual propaga¬ 
tion from the original plant (Tr. 48), and this fomji of re¬ 
production was the basis of the licenses to effect a cjountry- 
wide distribution of plaintiff’s product, the original wood 
being supplied by the appellant as its source of origin (Tr. 
75). j- 

The appellant trade-mark owner exercised control over 
the products of its licensees, namely, the “Texas penten- 
nial” rose variety, under its license contract arrangements 
to insure that the public would obtain such original Variety, 
and required the licensees to sell them under the “Texas 
Centennial” name “with our tag.” Appellant, through 
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Stillman Watkins, one of the partners, testified as follows 
(Tr. 50, 52) : 

“72 XQ. So that they can sell them and the pur¬ 
chaser need not know they have any connection with 
your nursery at all! A. They are required under the 
license to sell them under the ‘Texas Centennial’ name 
with our tag. • • • 

! 85 RDQ. Do you have control over your licensees? 
A. Yes, very definitely. 

86 RDQ. Does that control have to do with the mark¬ 
ing of plants put out by your licensees? A. Yes. 

87 RDQ. Do you have the right to supervise the 
growing of the plant? A. Yes. 

88 RDQ. So that if your licensee puts out plants 
under the ‘Texas Centennial’ name, do you have 
measures to protect yourself, and to see to it that that 
product shall be up to the characteristics of a ‘Texas 
Centennial’ plant? A. Yes, sir.” 

Witness, Paul Stark of Stark Bro’s. Nurseries & 
Orchards Company, one of the oldest and largest nurseries 
in the world, and owner of many Federal trade-mark regis¬ 
trations for plant products (Plaintiff’s Exhibit #27), tes¬ 
tified as follows (Tr. 73, 74, 75): 

“72 XQ. It is possible to get ‘Texas Centennial’ 
roses from nurseries other than the Dixie Rose Nurs¬ 
ery, is it not? A. I am not sure. We grow them 
under a license. 

• • • • • 

75 XQ. But you are not required to tell your cus¬ 
tomers that that is where you got them? A. No. 

I don’t think we are. 

• • • • • 

! 84 XQ. Those that you grow and sell were never in 

the Dixie Rose Nursery? A. The original stock came 
from the Dixie Rose Nursery Company, 
i 85 XQ. But those you grow and sell? A. We grow 
them under license, yes.” 

The above is the precise procedure followed today by 
manufacturers who may license a machine to be built, and 
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sold, or a product to be made and sold, under licensors’ 
adopted trade-marks. This procedure is fully authorized 
by law. That is, it is customary for a trade-mark owner to 
license the use of a trade-mark, and when the owner exer¬ 
cises control over the licensee, in connection with such 
licensed use of the mark, as by regulation of the quality of 
the goods put out by the licensee under the licensed mark, 
the character of the mark (as a trade-mark ) is not de¬ 
stroyed so far as pointing to origin is concerned. 

We desire to emphasize that the Patent Office Examiner 
of Trade Marks never once rejected the trade-ipark of 
appellant on the ground that it was geographical. He was 
the expert of the Patent Office on registrability o:’ trade¬ 
marks and presumably recognized that there was bo geo¬ 
graphical inhibition to appellant’s registration under 
established law and practice. Similar trade-marks, and in¬ 
deed the identical notation inclusive even of the words 
“Texas Centennial” and the outline of the State of Texas 
were registered for other commodities than appellant’s, 
and were registered without any question being raised so 
far as geographical significance is concerned. See Plain¬ 
tiff’s Exhibit #12 containing T. M. Reg. No. 340,379 for 
“Texas Centennial” for a variety of wine. The record 
completely supports the foregoing, as later presented to 
and considered by the Court below. 

The chief reason for the refusal of the Trade Mhrk Ex¬ 
aminer to register appellant’s notation “Texas Centennial” 
was because it was the name of a variety of rose ^nd on 
this account the Examiner claimed it was peculiarly de¬ 
scriptive of such variety. The Examiner had consulted 
catalog references supplied by appellant’s counsel and by 
the Department of Agriculture, and found that the trade¬ 
mark notation of appellant, Dixie Rose Nursery, “Texas 
Centennial” was listed in catalogs before the application for 
registration. Because so listed the Examiner conducted the 
mark was unregistrable. But the fact is that commonly 
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variety trade-mark owners over the country list their trade¬ 
marks in catalogs and manufacturers’ directories before 
registering same, and examples are shown by documentary 
evidence presented to the Court below (PL Ex. #18); also 
(PL Ex. #3 and #4). 

The words “Texas Centennial” are obviously the name 
of an event and totally without any descriptive, much less 
“merely descriptive” significance, in any sense of the in¬ 
hibition of the Trade Mark Act of 1905, but the Examiner 
of Trade Marks finally rejected the application for regis¬ 
tration on the ground that “the mark sought is a variety 
name and the name of a patented article” (PL Ex. #1, 
Paper #10, p. 42), and further it “is descriptive of a rose” 
(Pl. Ex’ #1, p. 46). 

The final rejection above referred to was promptly ap¬ 
pealed by appellant and the case went before the Assistant 
Commissioner of Patents for hearing and for decision. It 
is important to note that the application under the rules of 
the Patent Office at this stage was closed as far as prosecu¬ 
tion before the Patent Office by way of amendment or other¬ 
wise is concerned unless ordered reopened by the Commis¬ 
sioner. 

Much to the astonishment of appellant’s counsel handling 
the prosecution, the Assistant Commissioner of Patents in 
deciding the appeal just mentioned, for the first time, in¬ 
troduced into this case the ground of rejection that the 
word “Texas” and the map were geographical, and the 
mark would, therefore, be prohibited from registration on 
this account unless these elements of the mark were dis¬ 
claimed. The appellant does not know why this position 
was taken, even belatedly, and will show in due course that 
it was clearly wrong. 

At the trial below, it is interesting to note, appellant 
showed that the very trade-mark “Texas Centennial” and 
outline of the State of Texas was registered by the Patent 
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Office for a variety of wine (PI. Ex. #12, Trade-mark 
Registration #340,379), and this substantially coincident 
with appellant’s application for registration for tpe same 
trade-mark for a variety of plant, namely, a rose, and now 
we point out in the record that the Patent Office had sub¬ 
stantially a uniform practice of registering, as valid tech¬ 
nical trade-marks, notations comprising the names of 
events, like the Texas Centennial Exposition, and we refer 
to such notations as “Sesqui Centennial”, * ‘Paris Exposi¬ 
tion”, “National Exposition”, “St. Clair Exposition”, 
“Mardi Gras” (PI. Ex. #12). 

It is obvious, therefore, that the appellant’s trade-mark 
notation “Texas Centennial” was discriminated against 
as compared with similar trade-marks of other manufac¬ 
turers and trade-mark owners over the country in two 
ways, i. <?., by holding it to he a variety name of a plant 
product (not inhibited for registration by law, Tratjle Mark 
Act of 1905 or Amendments thereto, or by previous; Patent 
Office practice), and further by holding it to be geographi¬ 
cal (when like trade-marks and, in fact, the identical trade¬ 
mark, had commonly been registered by the Patent Office, 
(see PI. Ex. #12). 

There is no question that the word “Texas” alone is 
geographical and not capable of exclusive appropriation 
by anyone, but when it is combined with the word “Cen¬ 
tennial”, that which is formerly geographical becomes non- 
geographical in the sense that it denotes an event not a 
place, and this position is one that is maintained before 
this Court without deviation from the original arguments 
that were submitted by way of a petition for reconsidera¬ 
tion to the Assistant Commissioner of Patents below (PI. 
Ex. #1, Paper #20, pp. 66-73). Ample authorities on this 
point are later cited herein. 

It is to be understood that appellant never had any op¬ 
portunity to argue the question of the “merely gedgraphi- 
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cal” inhibition of the Trade Mark Act of 1905 before its 
case was finally rejected by the Examiner of Trade Marks, 
because that question was never raised. Therefore, a re¬ 
consideration was granted by the Assistant Commissioner 
of Patents on due petition, resulting, however, in a mere 
affirmance of his previous holding with respect to the ele¬ 
ments of the trade-mark comprising the word “Texas” 
and outline of Texas, namely that they were geographical, 
and “their disclaimer on that ground would be required” 
before grant of registration, “even were the mark other¬ 
wise unobjectionable” (PI. Ex. #1, Paper #19, p. 65). 

It should also be stated at this time that the Assistant 
Commissioner of Patents in his decision on appeal from 
the final rejection of the Examiner of Trade Marks affirmed 
the Examiner upon the ground that appellant’s trade-mark 
“Texas Centennial”, because the name of a variety of 
plant, is inherently descriptive. What appellant cannot 
understand is why appellant’s trade-mark becomes descrip¬ 
tive of a plant variety when the same trade-mark for a 
variety of wine is not descriptive, and in the light that 
similar trade-marks for names of events or expositions are 
not considered by the Commissioner of Patents to be de¬ 
scriptive, though used on varieties of other goods. Nor 
can appellant understand why the instant trade-mark and 
similar marks of exposition names, are geographical if ap¬ 
plied to plants but not so when used on other varieties of 
goods! The Commissioner gave no reason for such posi¬ 
tion, nor did the Court below hand down any opinion on 
this or any other point in this case to enlighten this Court 
of Appeals. 

Nevertheless, at this very time that the Commissioner 
was making this holding, the trial record below shows that 
the common practice of the Patent Office was that trade¬ 
marks like “Texas Centennial”, including in fact, the very 
same trade-mark as applied to a variety of goods other 
than plant varieties, were held to be good trade-marks and 


registrable! They were never considered “merely” de¬ 
scriptive, nor 1 ‘merely” geographical (PI. Ex. #42). 

But the Commissioner, in making his decision, in order 
to meet the contention of appellant’s counsel that the Pat¬ 
ent Office was discriminating against the owners of trade¬ 
marks in a particular industry of the country, as compared 
with all other industries, individuals and concerns, using 
trade-marks similar to appellant’s in other lines of busi¬ 
ness, made the following holding : 

“I agree with counsel for applicant that the regis¬ 
trability of trade-mark for plants should be determined 
upon precisely the same considerations as thjose that 
govern the registrability of trade-marks for apy other 
articles of commerce.” 

It follows that the Commissioner, on the one hand, held 
the appellant not entitled to its trade-mark registration, 
and, on the other hand, inconsistently held that the same 
considerations which are applicable to deciding the regis¬ 
trability of trade-marks for plant owners and propagators 
should not be any different from the considerations ap¬ 
plicable to the trade-marks of persons or concerns engaged 
in other lines of commerce. If the same considerations 
were to be applied, registration, perforce, should have been 
granted. 

The foregoing led to the submission of evidencp to the 
Court below regarding the variety trade-marks uspd “for 
other articles of commerce,” many of which trade-marks 
likewise were identical in nature to that of appellant’s as 
regards being the name of an exposition or event. 


Variety Trade-Marks Are Registrable. 

Now it has been appellant’s position from the beginning 
of this case that perhaps the most common types c\r kinds 
of trade-marks in use today are trade-marks for varieties 
of goods, trade-marks adopted and used in precisely the 
same manner as appellant’s “Texas Centennial” mark, for 
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varieties of other kinds of goods than plants. In fact the 
identical mark “Texas Centennial” and outline of the 
State of Texas has been registered by the Patent Office for 
a variety of wine (PI. Ex. 12). Counsel on this brief have 
been engaged in the United States trade-mark practice for 
forty years, even prior to the passing of the Act of 1905, 
and assert without fear of question that thousands and 
thousands of trade-marks have been registered under ex¬ 
isting United States trade-mark laws, which marks char¬ 
acterize varieties of merchandise. Over a hundred were 
put in evidence as trial proof, and these were samples 
selected at random for illustrative purposes, not isolated 
cases, or an individual error of granting such as the Com¬ 
missioner would lead one to believe, for literally hundreds 
of them cannot be ignored. They carry a definite presump¬ 
tion of their validity in each instance, and affirmance of the 
decision here in question w T ould constitute a legal basis 
upon which to invalidate many hundreds of such registra¬ 
tions. 

Tins Court can and will undoubtedly take judicial notice 
of this practice above noted when reference is made to 
such well known registered trade-mark examples as 
“B. V. D.” for a particular variety of underwear; 
“Uneeda” for a particular variety of cracker; “Vaseline” 
for a variety of petroleum jelly; “Listerine” for a variety 
of antiseptic; “Kodak” for a popular variety of camera. 

However, this Court does not have to take the judicial 
notice above referred to, because there are in evidence, as 
previously stated, over one hundred variety trade-mark 
registrations that have been granted by the Commissioner 
of Patents, out of the many thousands that have been reg¬ 
istered in the past several decades under the 1905 Trade 
Mark Act. 

Keferring now to this actual evidence, it is notable that 
the Plaintiff’s Exhibit #3 discloses the use of variety 
trade-marks “Dtjmptor” and “Traildump” of Koehring 
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Company for varieties of machines or vehicles, which 
machines or vehicles have been patented and v^ere pub¬ 
lished in catalogs before the trade-marks were actually 
registered as per the registrations forming a pajrt of the 
exhibit. These machines must be obtained by calling for 
them by their variety trade-mark names above given. 
There is no other way by which to describe the machines 
in buying them. Apparently the position of Patent Office 
in the instant case is that the mark sought to be registered 
is the name by which the plant to which it is applied has 
become known and is necessary to be used in purchasing 
the plant, and has therefore become descriptive thereof. 

Plaintiff’s Exhibit #4, in a similar manner, discloses 
the variety trade-marks “Superseal” and “Kntght” as 
used by Barland Weatherstrip Material Co., a manufac¬ 
turer of weatherstrips, these being registered as; per the 
registrations of the exhibit and the weatherstrips having 
been patented just as the “Texas Centennial” rose plant of 
plaintiff-appellant was patented. These weatherstrips can 
be obtained only under their variety trade-mark pames. 

Plaintiff’s Exhibit #12 presents a number of registra¬ 
tions for variety trade-marks including map outlines of the 
State of Texas, other map outlines, and names of exposi¬ 
tions and events. This exhibit contains the registration of 
the variety trade-mark “Texas Centennial ” for wines , 
showing the Patent Office has discriminated against appel¬ 
lant by actually registering the identical trade-mark which 
appellant has used on its rose plants, for anothej* variety 
of goods, while refusing to register said trademark for 
appellant’s variety of goods. 

Plaintiff’s Exhibit #13 in evidence is a folio comprising 
a number of registrations of trade-marks for varieties of 
plants, showing the practice heretofore of registering 
variety trade-marks even in the field of the plant propaga¬ 
tor or nurseryman, which right of registration is now 
being denied to appellant. | , 
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Plaintiff’s Exhibit #14 is a folio of trade-mark regis¬ 
trations for varieties of wines, showing the grant of dif¬ 
ferent variety trade-mark registrations to each of a number 
of trine variety trade-mark owners. These wines to be 
purchased must be identified by their variety trade-marks. 

Plaintiff’s Exhibit #15 is evidence of registrations of 
trade-marks on varieties of soap products, disclosing the 
registrability of variety names or notations forming trade¬ 
marks in this field. ‘ * Ivory ”, “ Swan ”, 11 P & G ” are among 
these variety trade-mark registrations. In order to obtain 
these varieties of soaps the purchaser must identify them 
by their variety trade-mark names. 

Plaintiff’s Exhibit #16 discloses many registrations of 
trade-marks of cereal manufacturers, which are variety 
trade-marks applied to different varieties of cereal break¬ 
fast foods, by which trade-mark appellations they must be 
obtained when purchased. 

Plaintiff’s Exhibit #17 similarly discloses registrations 
of variety trade-marks for cigarettes, and Plaintiff’s Ex¬ 
hibit #20 similarly discloses registrations of trade-marks 
for varieties of animals including dogs, cattle, birds, and 
horses. They must be described by their variety trade¬ 
marks when the public calls for them if the term “de¬ 
scribed” is appropriate. 

Plaintiff’s Exhibit #19 is of particular interest in re¬ 
lation to registrations Nos. 224,280; 269,473; 261,843, for 
the varieties of apple “Richared”, “Blackjon” and 
“Seeando” of the catalog, Plaintiff’s Exhibit #13. Note 
the listing of these registered marks in the catalog under 
the heading “Winter varieties” of apples. 

Plaintiff’s Exhibit #27 comprises a series of registra¬ 
tions for plant varieties produced and sold by Stark 
Bro’s. Nurseries and Orchards Company, of Louisiana, 
Missouri, granted by the Patent Office over a period.of 
prior to and subsequent to the Trade Mark Act of 1905, 
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including such well known marks as “Delicious” for apple 
trees, “Sumner Gleason” for peach trees (see lines 4 to 6, 
second column, of latter registration), etc. 

Now the Commissioner of Patents refused appellant’s 
registration because the purchasers of appellant’s goods 
cannot obtain them except by calling for “Texas Centen¬ 
nial” roses. But the actual evidence in this case shows 
(Tr. 42, 43, 55, 74) by the testimony of several witnesses, 
that purchasers of “Ivory,” “Swan,” “P & G” varieties 
of soap obtain them by calling for them under these 
variety names and can obtain them in no other wky; that 
the purchasers of “Post Toasties,” “Krumbles,” and 
varieties of cereals purchase them by calling for them 
under these variety trade-mark names and can obtain them 
in no other way; that the purchasers of “Raleigh,” “Lucky 
Strike,” or “Herbert Tareyton” cigarettes cannot obtain 
them from the storekeeper without calling for them by 
their varietal trade-mark names; and that all of the fore¬ 
going varietal trade-mark names are registered under 
the Trade Mark Act of 1905. 

The foregoing evidence, not before the Patent Office 
tribunals, is merely exemplary of the parallelism between 
the use of appellant’s varietal name trade-mark “Texas 
Centennial” for rose plants in actual commerce, and the 
corresponding use of divers common varietal trade-marks 
for cereals, tobacco, wines, soaps, etc., which are other ar¬ 
ticles of commerce in respect to which the Assistant Com¬ 
missioner in his decision said the registrability of trade¬ 
marks should be determined “upon precisely the same con¬ 
siderations as those that govern the registrability’ 1 of ap¬ 
pellant’s trade-mark. 

Whether a trade-mark which is the name of a variety of 
goods is registrable is the largest issue that coijnes up 
before this Court on appeal. It is a question we do iot find 
to have been decided in any appeal or case taken up from 
the United States Patent Office having to do with the in- 
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terpretation of the Trade Mark Act of 1905, which is under 
consideration here. Under the 1905 Trade Mark Act there 
is no inhibition to be found such as the Patent Office must 
rely upon by which the owner of a trade-mark for a variety 
of plant may be discriminated against to the extent that he 
is not entitled to trade-mark registration while thousands 
of other owners of similar variety trade-marks for other 
lines of merchandise are so entitled. 

Appellant’s Mark Is Not Descriptive. 

To bring this mark in question within the inhibitions of 
the Trade Mark Statutes involved, it must appear that the 
mark as a whole is either “merely descriptive” of the 
goods on which used, or “merely geographical”. Taking 
up the first phase, the mere listing of the notation “Texas 
Centennial” in catalogs cannot make it descriptive as at¬ 
tempted to be argued by the Solicitor for the Commissioner 
of Patents (Tr. 25-26), as this is a commonplace prac¬ 
tice of all manufacturers, and definitely shown to be such in 
the trial below (see PI. Ex. 3, 4 and 18) as regards regis¬ 
tered trade-marks which are commonly listed in manu¬ 
facturers’ catalogs before registration is applied for. 

The notation “Texas Centennial” is not descriptive of 
“the character or quality of such goods”, according to 
unrefuted evidence below (Tr. 71). The manner in which 
trade-mark notations are to be considered to determine 
whether or not they are descriptive of the goods is well 
laid down in the decision of this Court in In re Irving Drew 
Co. (54 App. D. C. 310; 297 Fed. 889) from which we quote 
the following: 

“The meaning which should be given to the words 
constituting the mark is the impression and significa¬ 
tion which they would convey to the public. If ‘Arch 
i Rest’ is a term which would be recognized by the pub¬ 
lic as the designation or name of some part of a boot, 
shoe, or slipper, it would be clearly descriptive. On 
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the other hand, if there be no part of a boot, shoe, or 
slipper which is known as the arch rest, and the public 
understands from ‘Arch Rest’ that the use of footwear 
stamped with that mark will give rest, aid, or support 
to the arch of the foot, and not rest or support to the 
arch of the boot, shoe, or slipper, it is not descriptive 
of the goods, but is merely suggestive.’’ 

This statement is so clearly applicable to the case at bar 
that it seems unnecessary to make further comment 
thereon. 

However, the witness, Paul Stark, of Stark Bro’s 
Nurseries, as heretofore stated probably the oldest and 
one of the largest nursery concerns in this country, testified 
as follows (Tr. 71): 

“59Q. In view of your experience in the plant 
business, are you able to state whether or not in your 
opinion the trade-mark ‘Texas Centennial’ is descrip¬ 
tive of any characteristic of the plant, of the: rose? 
A. No, sir, it is not descriptive.” 

He also testified as regards a litigated case involving a 
trade-mark owned by his Company and applied to plant 
life, (a case which went up to the Supreme Court of the 
United States), where the mark was upheld by the Court 
as a proper and valid one; Stark Bro’s. Nurseries & 
Orchards Co. v. Stark , et al., 248 Fed. 154, from winch we 
quote: 

“That the plaintiff’s trade-mark is a valid and sub¬ 
sisting one under the act of 1905 admits of no debate. 
Complainant had the right to register it, and, having 
registered it, is entitled to its protection as a valid 
trade-mark under the statute.” 


Appellant’s Trade-Mark Is Not Geographical. 

Passing now to the second phase of the refusal tj> regis¬ 
ter in view of the inclusion of the word “Texas” and the 
border outline of the State of Texas without disclaimer, 
we have already pointed out in this brief that the sugges- 
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tion of geographical significance of these elements did not 
appear in the proceedings until brought into them by the 
Commissioner’s decision on appeal. 

We do not come here to this Court taking the position 
that the word “Texas” standing alone is not geographical. 
Our contention is, and this position is supported by au¬ 
thorities and the common practice, that appellant's mark 
nmst be considered as a whole, under authorities cited 
herein; especially the Beckwith case decided by the Su¬ 
preme Court, and, therefore, the real question is whether 
the notation comprising the words “Texas Centennial” 
as a whole is geographical or not. The Commissioner in 
his decision suggesting possible future requirement of dis¬ 
claimer of the word “Texas” and the outline map relies 
upon the decision of the Court of Customs and Patent 
Appeals in In re Canada Dry Ginger Ale (86 F. (2d) 830). 
The mark that was attempted to be registered in that case 
under the Act of 1905 was a complete and accurate map 
of Canada alone. The mark was rejected on the ground of 
estoppel because it had already been registered under the 
1920 Trade Mark Act. The Appellate Court, however, dis¬ 
regarded the ground of rejection and affirmed the case on 
the ground that the mark was not a good common law mark 
because the mark comprised only a map and a complete 
and accurate map at that and was therefore clearly “merely 
geographical”. Appellant has no quarrel with that deci¬ 
sion but it clearly has no application to the instant case 
wherein the mark does not comprise a complete and ac¬ 
curate map of Texas but an outline and additionally com¬ 
prises the wording “Texas Centennial”. 

There were two other Canada Dry decisions (87 F. (2d) 
736 ; 24 C. C. P. A. 872; and 87 F. (2d) 737; 24 C. C. P. A. 
879) rendered by the same Court, the Court of Customs and 
Patent Appeals, involving the composite mark including 
the words “Canada Dry Ginger Ale” and the map of 
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Canada, bnt these cases were decided on the ground of 
estoppel due to the previous registration or discljaimer 
under the 1920 Amendment of the 1905 Law, as regards 
the notation ‘‘Canada Dry”. (A registration und^r the 
1920 amendment to the 1905 Trade Mark Act is an admis¬ 
sion of descriptiveness or other inhibition to register under 
the 1905 Act and the previous Canada Dry regist ration 
under the Act of 1920 amounted to an estoppel against 
later contending that the mark was not descriptive.) 

Hence the two later “Canada Dry” cases involved a 
situation of estoppel not involved in the case at bar for 
there is here no question of registration under the 1920 
Act, appellant’s application for registration having; been, 
made under the act of 1905. 

The United States Supreme Court in the landmark case, 
Estate of P. D. Beckwith v. Commissioner of Patents (252 
U. S. 538; 40 Sup. Ct. 414; 10 T. M. Rep. 255) definitely 
held that the mark as a whole must be considered, stating: 

“The commercial impression of a trade-mark is 
derived from it as a whole, not from its elements sep¬ 
arated and considered in detail. For this reason it 
should be considered in its entirety.” 

We should like to draw attention to another decision to 
illustrate the point attempted to be made in connection 
with the trade-mark “Texas Centennial” when considered 
as a whole. In the case of Old Lexington Chib DistiUvng Co. 
v. Kentucky Distilleries & Warehouse Co. (U. S. Dist. Ct.; 
Dist. of N. J., 234 Fed. 464; 6 T. M. Rep. 457) the Court 
appropriately said: 

“While the word ‘Lexington’ standing alone,| might 
denote the geographical origin of a product, and hence 
not be the subject of exclusive appropriation as a 
trade-mark, it by no means follows that its use, in 
combination with other words, would denote simply 
the place of manufacture. As the word ‘Club’ does 
not indicate the quality or grade, and as social clubs 
are not engaged in the manufacture of liquor, I fail to 
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see how the words ‘Old Lexington Club’ can, in any 
sense, be considered as signifying that the product so 
marked was manufactured at Lexington, Ky., or as 
indicating its quality or characteristics, or be viewed 
as anything other than a fanciful designation, arbi¬ 
trarily selected to designate the product of plaintiff 
and its predecessors.” (Emphasis ours.) 

We have this same principle set forth in the footnote to 
the decision in A. F. Pile Manuf’g Co. v. Cleveland Stone 
Co., et al., (35 Fed. 896, at 899), from which we quote: 

* “The words ‘Maryland Club Whiskey,’ arbitrarily 
chosen and used as a designation by which a particular 
whiskey was to be known to dealers and the public, 
and not in themselves indicating any particular kind, 
quality, or composition of whiskey previously well 
known to the trade, are a proper subject for a trade¬ 
mark, and the fact that such words have been applied 
6nly to a certain grade of whiskey manufactured by 
them, thereby necessarily distinguishing that from 
other grades of goods of their own manufacture, does 
hot invalidate the right to their use as a trade-mark. 
The words ‘Maryland Club’ being the name of an in¬ 
stitution and not of a place, the rule excluding the use 
of geographical names as trade-marks is not applica¬ 
ble. Cahn v. Gottschalk , 2 N. Y. Supp. 13.” 

In other words, where the words “Texas Centennial” 
taken together have a definite meaning, as in this case, the 
name of a celebration or event, it is our position that no 
disclaimer of the word “Texas” is required under the 
practice. Certainly, it is true that there is no provision 
in the statutes for disclaimers in trade-mark cases, but it 
is conceded that the practice has been followed in the past 
and with the approval of the courts, as indicated particu¬ 
larly in the Beckwith case (supra), which this Court un¬ 
doubtedly is best familiar with because the question that 
was raised in that case as to disclaimers went from this 
Court. That decision is not authority for requirement of 
disclaimer, as attempted to be indicated by the Solicitor, 
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because the only question which went to the Supreme Court 
was whether voluntarily disclaimed matter had to be re¬ 
moved- from the drawing. It should be noted that the 
Beckwith case involved the disclaimer of an integral unit 
or part of the mark, that is to say of the whole expression 
“Moistair Heating System”, not just one word of any such 
complete expression, which, when read with the rest, is 
not an inhibited part under the statute. 

The attempt made here to indicate the requirement to 
disclaim the word “Texas” or the map of the composite 
mark is very different from the fact situation of the Beck¬ 
with case, as will be apparent from the foregoing sugges¬ 
tion. That there is no hard and fast rule with respect to 
disclaimers, either of words or designs, is best illustrated 
by the numerous registrations which form a part of the 
record here as establishing the practice since 1905. There 
could be no better illustration of the manner in which the 
Patent Office has interpreted this disclaimer situation than 
in the case of the registration of these very words “Texas 
Centennial” as applied to wines without requirement of 
disclaimer of the word “Texas” (see PL Ex. 14). 

There was no requirement either to disclaim the out¬ 
line of the State of Texas, as part of that registered mark, 
and the record shows (PI. Ex. 12) that crude geographical 
area outlines have been registered in association with 
words. Attention has been called by counsel for appel¬ 
lant to two decisions involving composite trade-marks in¬ 
cluding the map of Texas (see discussion and decisions 
in Plaintiff’s Exhibit #1, Paper #20, pp. 70 to 73). 

No better authority for appellant’s position can be 
found than the decision of the TJ. S. Supreme Court in the 
case of Homiltor^Brown Shoe Co, v. Wolf Bros. & Co. 
(36 Sup. Ct. Rep. 269; 6 T. M. Rep. 173) from which the 
following pertinent words are quoted: 

“We do not regard the words ‘The American 
Girl,’ adopted and employed by complainant in con- 
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nection with shoes of its manufacture, as being a 
geographical or descriptive term. It does not sig¬ 
nify that the shoes are manufactured in America, or 
intended to be sold or used in America, nor does it 
indicate the quality or characteristics of the shoes. 
Indeed, it does not in its primary signification, in¬ 
dicate shoes at all. It is a fanciful designation, ar¬ 
bitrarily selected by complainant’s predecessors to 
designate shoes of their manufacture. We are con¬ 
vinced that it was subject to appropriation for that 
purpose. • • * 

The cases cited to the contrary are distinguish¬ 
able. In Delaware & H. Canal Co. v. Clark (13 Wall. 
311, 324, 20 L. Ed. 581, 583), the word ‘Lackawanna’ 
was rejected as a trade-mark for coal because it 
designated the district in which the coal was pro¬ 
duced. * * * If the mark here in controversv 

were ‘American Shoes,’ these cases would be quite 
in point. * # • The phrase is quite analogous to 
‘American Express,’ held to be properly the subject 
of exclusive appropriation as a trade-mark for seal¬ 
ing wax in Dennison Mfg. Co. v. Thomas Mfg. Co., 
(94 Fed. 651, 653).” 

In the case of In Re J. L. Hudson Co. (56 App. D. C. 
22; 6 F. (2d) 720), where the word in question was 
“Luzona” (refused registration on the ground of being 
geographical), this Court, through Mr. Justice Robb, said 
in part: 

% i “The object of the inhibition against the registra¬ 
tion of a descriptive or geographical term is to pre¬ 
vent one dealer from securing a monopoly of a term 
which, with equal propriety, may be used by other 
dealers in vending like goods. Thus ‘Luzon,’ being 
the name of an island in the Philippine group, is open 
to common use. But appellant is not seeking regis¬ 
tration of that word. ‘Luzona’ is no more than sug¬ 
gestive of ‘Luzon’ and its registration would prevent 
no one from using the geographical term.” 

The very record in the case at bar establishes the fact 
that no one is entitled to, nor attempts to, monopolize 
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either the word “Texas’’ or the map of Texas, and the 
decision of the Court below should be reversed as to this 
phase. 

The Licensing of Others to Propagate and Sell Appellant's 
Plants Does Not Destroy Function of Trade-Mar^. 

At the trial below the Solicitor for the Patent Office 
attempted to show that in view of the fact that appellant, 
Dixie Rose Nursery, licensed others to propagate their 
plants, and that such plants were placed on the market by 
the licensees without an indication of the origination in 
Dixie Rose Nursery, appellant was precluded from claim¬ 
ing any exclusive right to the trade-mark or right of regis¬ 
tration therefor. We have already shown herein that the 
licensees were required to apply to their plants "which, 
they were licensed to sell, plaintiff’s tag and that tag, as 
the evidence below shows, contains the number of appel¬ 
lant’s patent and appellant’s trade-mark “Texas Centen¬ 
nial,” putting the purchasers of the plants on notice as 
to ownership of the variety and its origin. 

However, in connection with this position, we quote 
from Derenberg “Trade Mark Protection and "Unfair 
Trading,” (Ed. 1936, Chapter 2, Section 3, pp. 34-35) as 
follows: 

“It is only since the end of the last century, then, 
that with the gradual recognition of the word trade¬ 
mark, the edge of the traditional doctrine of indica¬ 
tion of origin and ownership was blunted. From that 
time the concept of the trade-mark was no longer in¬ 
extricably bound up with the name of the manufac¬ 
turer and the place of manufacture. Now attention 
was focused upon the ‘reputation of the goods.’ The 
courts began to realize that it was the mark itself 
which caught the public’s eye rather than its manu¬ 
facturer or place of manufacture. 

‘We may safely take it for granted that not 
one of a thousand knowing of or desiring tb pur- 


34 


chase “Baker’s Cocoa” know of Walter Baker & 
Co., Ltd.’ 

Examples are legion which prove that nine out 
of ten buyers did not know the producer of the ar¬ 
ticle they usually bought.” 

The record shows that many, many products are pur¬ 
chased solely by their registered trade-mark names. Ex¬ 
amples are “Ivory,” and “P & G.” The public does not 
look to the name of the manufacturer. It knows by buying 
the products, testing them and using them that they have 
certain qualities. It goes back after “Ivory” soap because 
known to have certain qualities, not because manufac¬ 
tured by Procter & Gamble, since the public does not know 
or care who is the manufacturer. In many instances his 
name is not on the goods and not on the labels when reg¬ 
istered in the Patent Office. It is the trade-mark itself 
which is the signature of the manufacturer in these cases 
and is the signature of the plant patent owner in the case 
at bar. 

Among the cases referred to by Derenberg at page 36 
et scq. is Keebler Weyl Baking Co. v. J. S. Ivins’ Son, 
Inc., 7 F. Supp. 211, 214, 24 T. M. Rep. 161 (167, D. C. 
E. D. Pa. 1934) from which we quote: 

“The use of a trade-mark does not any longer 
necessarily import that the articles on which it is 
used are manufactured by the user but it may be 
enough that they are manufactured for him, that he 
controls their production or even that they pass 
through his hands in the course of trade and that he 
gives to them the benefit of his reputation and name 
or business style. * # * An article need not be 

actually manufactured by the owner of the trade¬ 
mark, it being enough that it is manufactured under 
his supervision and according to his directions thus 
securing both the right of the owner and the right 
of the public.* * *” 

The record shows that the plants grown by licensees 
of appellant and sold under appellant’s trade-mark “Texas 
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Centennial” are produced from original stock supplied 
by appellant under appellant’s control as licensor!. (Tr. 
75.) J 

The following excerpts from other cases further show 
that the position of the Solicitor of the Patent pffice is 
legally incorrect: 

Potter-Wrightington, Inc. v. Ward Baking Co. (District 
Court, D. Mass.) 288 Fed. 597, at 601: 

4 ‘Defendant contends that, as the wrappers fur¬ 
nished by the plaintiff to its 1,000 or more baker cus¬ 
tomers were intended to carry the particular paker’s 
name as the maker of the bread, the trade-naijne and 
emblem fail to denote origin, and cannot t| e pro¬ 
tected. 

In effect, this is nothing but the contention just 
dealt with. The fact that the wrappers were intended 
to direct the ultimate consumer’s attention to a par¬ 
ticular baker did not prevent their having a!'so the 
effect of inducing trade for Old Crist Mill flour made 
by the plaintiff.” 


Ralston Purina Co. v. Saniwax Paper Co., et al. (District 
Court, W. D. Michigan, S. D.), 26 F. (2d) 941, at i)43: 

<<« • • • no t essential to property in 

a trade-mark that it should indicate any particular 
person as the maker of the article to which it is at¬ 
tached; it may represent to the purchaser the quality 
of the things offered for sale, and in that case is of 
value to any person interested in putting the com¬ 
modity, to which it is applied, upon the market, and he 
is entitled to protection in its use. See Godillot v. 
Harris, et al., 81 N. T. 263.” 

General Baking Company v. Commcmder-Larabee Cor¬ 
poration (U. S. Court of Customs and Patent Appeals), 
82 F. (2d) 427; 23 C. C. P. A. 973; 26 T. M. Bet). 278: 


“It is argued by the.appellee, and intimated Iby the 
Examiner of Interferences herein, that it is notl essen- 
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tial that the owner of the trade-mark use the mark 
on goods produced or manufactured by itself, but 
that the mark may be properly used upon his goods 
in fact manufactured and produced by others. There 
is ample authority for this position. Menendez v. 
Holt, 128 U. S. 514, 520; Ralston Purina Co. v. Sani- 
wax Paper Co., et al., 26 F. (2d) 941 (19 T. M. Rep. 7).” 

Lichtenstein, et al. v. Goldsmith (Circuit Court, D. Mas¬ 
sachusetts), 27 Fed. 359: 

“It is said that the trade-mark is invalid because it 
does not designate origin or ownership. This is mani¬ 
festly unsound. The original design contained the 
letters ‘A. L. & Bro.,’ standing for A. Lichtenstein & 
Brother, and, as now used, it has the words printed 
on it, ‘Patented by the Elk Cigar Factory, June 15, 
1875.’ There is also stamped upon the box the dis¬ 
trict in New York in which the factory is located. 
Since 1875 these cigars of the Elk brands have been 
made by A. Lichtenstein & Bro., or their successors, 
A. Lichtenstein, Son & Co., and their factory has been 
knowm as the ‘Elk Cigar Factory.’ It seems to me 
that the trade-mark sufficiently indicates origin and 
ownership. 

'• Again it is said that the complainants deceive the 
public, in that they allow the boxes to be labeled with 
the names of dealers to whom the cigars are sold, or 
for whom they are made. But this is shown to be 
a custom in the cigar trade, and I do not think it re¬ 
sults in any deception or false representation. All 
these cigars are in fact made at the Elk Factory, and 
they are so stamped, and when the public buy them, 
they are purchasing a genuine Elk cigar, made by 
these complainants; and I do not see that the addi¬ 
tional label put on the box in accordance with a custom 
of the trade is in any just sense such a false repre¬ 
sentation as should invalidate the trade-mark.” 
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Commissioner’s Evidence Only Corroborated That of 

Appellant. 

Now what does the Solicitor for the Commissioner rely 
upon to counter, or rather corroborate, the appellant’s evi¬ 
dence in this case? There was put in evidence on behalf 
of the Commissioner the statement of the Examiner of 
Trade Marks and the decisions of the Commissioner (De¬ 
fendant’s Ex. #1); as Defendant’s Ex. #2 an excerpt 
of the American Rose Annual publication for the year 
1936 in which is contained the name of the rose “ 
Centennial”. Appellant has never denied that “ 
Centennial” is the trade name or trade-mark for the variety 
of rose to which it is applied, just as “Post Toastie^” and 
“Krumbles” are the registered trade-marks for the varie¬ 
ties of cereals on which they are used. 

Defendant’s Ex. #2 actually supports appellant^ evi¬ 
dence and the testimony of its witnesses that the public 
at large is advised of the ownership of the plant variety. 
See page 225 of this exhibit for the following notice : “(A. 
F. Watkins; intro, by Dixie Rose Nur., 1935).” 

Attention is also called to Defendant’s Ex. #3, a maga¬ 
zine publication or catalog listing “Texas Centennial” in 
which again the ownership of the variety is definitely indi¬ 
cated in the words “(Dixie Rose Nursery, 1935)”. 

In Defendant’s Ex. #4 the ownership of the variety is 
indicated by the associated notice “Pat. No. 162”, if any 
other notice than the trade-mark itself is necessary, and 
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Appellant, believing that the Patent Office has been so 
clearly wrong in reference to setting up both of the grounds 
of refusal of registration that have been discussed above, 
and believing that the action of the Patent Office and the 
affirmance of its action by the Court below constitute such 
obvious errors, conducts this appeal to obtain recognition 
of its rights as a trade-mark owner which are in nowise 
different from the rights of other trade-mark owners, in 
an effort to reverse the Commissioner’s refusal to register 
its trade-mark “Texas Centennial”. Said refusal places 
all prior registrations for plant variety names and variety 
names of other products under the cloud of invalidity, when 
they are clearly valid. 

Appellant maintains that the Commissioner must register 
its trade-mark in compliance with the Trade Mark Act of 
1905, that the Commissioner has distorted the facts of this 
case, that his reasons for refusing registration are incon¬ 
sistent and also contrary to recognized Patent Office prac¬ 
tice of some forty years, and are illegally grounded. 

Findings of Fact and Conclusions of Law. 

The Court below wrote no opinion regarding the facts 
and law applicable to this case. 

Upon conclusion of the trial, the Court indicated that 
the case would be taken under advisement and the parties 
would be informed later of the decision. Thereupon, a few 
days later, the Court, through the Clerk, indicated infor¬ 
mally as his decision the ruling “Judgment for Defend¬ 
ant”, and counsel on both sides were advised to this effect. 

At the time of the decision, the trial Court had not 
drafted any findings of fact or conclusions of law. 

Next in the procedure, the Solicitor for the Patent Office 
and counsel for plaintiff-appellant, presented to the Court 
in open court separate sets of findings of fact and con¬ 
clusions of law, cmd the Court mechanically adopted the 
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findings of fact and conclusions of law drafted by the 
Solicitor, who had no knowledge of the Court’s grounds for 
decision, since none was expressed. The Court refused to 
adopt findings of fact based upon the evidence at the trial 
and conclusions of law based upon the facts and evidence 
as presented to the Court, submitted by plaintiff, appellant 
here. (PI. Ex. No. 31.) The plaintiff-appellant hps as¬ 
signed as points relied upon for reversal of the Court below 
that the procedure just above stated is an improper one 
under the Rules of Federal Procedure. 

The foregoing position is taken under the authority of 
United States v. Forness (page 9, supra), interpreting 
Rule 52, and other authority hereinafter presented. In 
the instant case, as will be shown hereinafter, the findings 
of fact made by the trial Court do not conform wi^h any 
opinion rendered by him because none was rendered. 

In the second place, accepting the findings of fact adopted 
by the court below as true and correct, the conclusions of 
law do not legally follow. 

In the third place, accepting the findings of fact adopted 
by the Court below as true and correct, it would follow as a 
legal conclusion that appellant’s trade-mark should have 
been registered. 

Before referring to the case above cited, we draw atten¬ 
tion to the discussion of the new Rules of Federal Pro¬ 
cedure at page 27 of 1 F. R. D. by Judge Gunnar H. Nord- 
bye of the U. S. District Court at Kansas City, as fallows: 

“I like the clear and succinct statement of our text 
writer in Minnesota, Mark B. Dunnell, who states, in 
referring to the Minnesota statute: 

‘The objects of the statute to require the cburt to 
give its decision in writing and to state the factd found 
and conclusions of law separately, are to abolish the 
doctrine of “implied findings”; to make definite and 
certain just what is decided, not only for the purpose 
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of the particular action, but also for the purpose of 
applying the doctrine of estoppel to future cases; and 
finally to separate questions of law and fact so that 
they may be more conveniently, intelligently and fairly 
considered and reviewed on a motion for a new trial or 
on an appeal.’ ” 

Also, the following from page 29 of the same discussion: 

“I feel that counsel have a right to the judge’s views 
and the reasons which prompted him to the decision 
which was reached. It tends to inform counsel that 
some consideration at least has been given to the con¬ 
flicting contentions that have been advanced, and that 
the views of losing counsel have not been simply 
brushed aside.” 

It is clear that the spirit, and even the letter, of Rule 52 
of the Rules of Civil Procedure have not been carried out 
by the trial Court in this cause. 

It is believed that this Appellate Court will clearly see, 
upon a mere reading of the findings of fact below, that 
they are inadequate upon which to predicate the conclu¬ 
sions of law arrived at. We refer to the following words 
of the Court of Appeals of the Second Circuit in United 
States v. Forness, supra: 

i ‘ ‘We have recently asked for ‘brief and pertinent 
findings of contested matters • * # rather than the 
delayed, argumentative, over-detailed documents pre¬ 
pared by winning counsel.’ Matton Oil Transfer Corp. 
v. Tug “Dynamic,” 123 F. (2d) 999 (5 Fed. Rules 
1 Serv. 25a.ll, Case 2) (Dec. 1, 1941). Otherwise, we 
lose the benefit of the judge’s own consideration. In 
the instant case, a comparison of the findings with the 
opinion seems to show that the findings proposed by 
the defendants were mechanically adopted, with the 
consequence that some of the findings made by the 
district court are not supported by the evidence and 
not substantially in accord with the opinion.” 

Reference is also made to the case of Fleming v. Palmer, 
( C. C. A. 1st Circuit, 11/18/41) 5 Fed. Rules Serv. 52a.42, 
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Case 5, Dept. Just. Bull., #138, from which we quote the 
following: 

“A finding of fact is clearly erroneous if it is against 
the clear weight of the evidence * * *. In determin¬ 
ing whether the finding was correct, we shall exainine 


documentary evidence which we are as competent to 
consider as the trial court, testimony on which there 
is no conflict, and for the most part only the testimony 
of Palmer and Soltero, so that the element of credibil 
ity will not be seriously involved * * V’ (Citing 
authorities.) 

Upon the strength of the latter decision appellant ifiain- 
tains that this Court is empowered to examine the testi¬ 
mony and documentary evidence presented at the trial be¬ 
low, regarding which there was no conflict, or attack on 
the basis of credibility, and determine whether the fincings 
mechanically adopted by the trial Court were erroneous 
and against the weight of the evidence. 

Assuming that the lower Court’s finding of fact #1 is 
true and correct, there is no inhibition of registration under 
the trade-mark law of the appellant’s mark “Texas Cen¬ 
tennial”. The said finding forms no basis for the conclu¬ 
sions of law mechanically adopted by the Court. 

The second finding of fact of the Court below i$ un- 
' doubtedly true and based upon the purposely offered testi¬ 
mony of the appellant, plaintiff below, but affords no 
ground for the conclusions of law mechanically adopted by 
the Court below. 

We point out, as respects finding of fact #3, that it is 
clearly erroneous in a certain phase because agains t the 
clear weight of the evidence quoted at page 16 hereof, and 
it is notable that in this case no rebuttal evidence was 
offered of that adduced by appellant, plaintiff below. The 
third finding of fact may be accepted as correct with the 
exception of the statement, “and that such growers were 
not required, in selling these roses, to indicate that the 
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plaintiff supplied the original plants/’ and yet it forms no 
basis for the conclusions of law arrived at. Exception is 
taken to the just quoted part of finding of fact #3 because 
the licensee growers were required to place Plaintiff- 
Licensor’s tag bearing patent number and Plaintiff’s trade¬ 
mark notation “Texas Centennial” on the plants sold 
under such trade-mark. Placing of the patent number on 
the plants sold under the trade-mark was an indication that 
the plants so sold by licensee were reproduced from origi¬ 
nal plants supplied by appellant, because it is not possible 
to reproduce the patented plant except by asexual repro¬ 
duction from the original plants. Even were the above 
quoted portion of the finding ©f fact #3 correct, and not 
refuted actually by testimony hereinbefore quoted supra, 
p. 16, it would form no basis for the conclusions of law. 

The first conclusion of law, in the light of proper findings 
of fact based on the evidence and testimony discussed here¬ 
in, has no legal basis in the cause. In other words, a 
variety name such as “Texas Centennial” is not descrip¬ 
tive of the roses to which it is applied, according to the 
testimony of the witnesses at the trial. According to the 
evidence adduced at the trial, hundreds of trade-marks for 
variety names have been registered and have never been 
considered descriptive heretofore and should not now be 
so considered, having in view the common usage of such 
registered trade-mark variety names as “Lucky Strike”, 
“Raleigh,” “Herbert Tareyton,” for cigarettes; “Krum- 
bles,” “Post Toasties” for cereals; “Ivory,” “P & G,” 
for soaps; “Texas Centennial,” and divers trade-marks 
as per registrations in evidence, for wines, as merely a 
few examples as previously discussed herein and in evi¬ 
dence. Neither “Texas Centennial” nor such other variety 
marks of the examples above given are descriptive in the 
sense of the trade-mark statute or any other sense accord¬ 
ing to the evidence of appellant. 
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As regards conclusion of law #2, it is appellant’s! con¬ 
tention that said conclusion has no proper basis id this 
case because it refers solely to the term “Texas’^ and 
there was no evidence presented by the defendant what¬ 
soever to establish that the notation “Texas Centennial” 
is geographical. This conclusion of law, in referring to 
the word “Texas”, does not deal with the trade-mark nota¬ 
tion of appellant, which is' “Texas Centennial”. There 
was no evidence or testimony respecting the status of the 
word “Texas”, that question not having originally} been 
an issue in the cause, but belatedly made so by conclusion 
of law #2. The evidence of appellant shows tha!t the 
Examiner of Trade Marks never asked for its disclaimer 
and the Commissioner only ruled belatedly, and without 
basis in law, that such disclaimer would later be required 
were the mark otherwise registrable. 

Conclusions of law .#3 and #4 are mere formal con¬ 
clusions and if the evidence and testimony of the appellant 
is found to be as herein presented to this Court of Appeals, 
the conclusions #3 and #4, as well as #1 and #2, should 
be modified because clearly erroneous in view of the fact 
that they are not supported by the findings of fact oi\ clear 
weight of the evidence. 
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CONCLUSIONS. 


1. The action of the Court below in failing to make his 
own findings of fact, empowers and places the burden on 
this Court to consider the evidence and testimony and make 
such findings properly consistent with the record below. 

2. ' As a variety name or notation, said trade-mark 
notation “Texas Centennial” is not descriptive because the 
goods are called for by said name, any more than the trade¬ 
mark notations “Lucky Strike,” “Raleigh,” “Post- 
Toasties,” “Krumbles,” “Ivory,” “P & G,” “Texas Cen¬ 
tennial” (for wine), and the hundred or more other variety 
notations of registered trade-marks in evidence, as used 
on their various commodities. 

3. The notation “Texas Centennial” is applied to rose 
plants and used in commerce the same as are the trade¬ 
marks referred to in paragraph 2 just above, and is en¬ 
titled to registration under the 1905 Trade Mark Act for 
the same reasons that the divers trade-marks just men¬ 
tioned above and others in evidence have been considered 
registrable and registered. 

4. There is no inhibition under the statutes or decisions 
interpreting same, against registration of trade-marks ap¬ 
plied to plants or other living things, as evidenced by 
numerous registrations in evidence of trade-marks for 
plants, animals, etc. The decision of the Commissioner in 
this case discriminates against the plant industry as re¬ 
gards registration of trade-marks in all respects similar to 
trade-marks used in other lines of commerce. 

5. If the decision of the Commissioner is affirmed it 
would constitute a basis upon which to invalidate many 
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well known and valuable trade-marks for plants which have 
long been considered valid as well as trade-marks for oxher 
goods such as “Ivory” for soap and other equally as Iwell 
known. 

6. There is no inhibition in the statutes against regis¬ 
tration of variety names of plants or other products and 
the practice of the Patent Office has been and is to regis¬ 
ter such names as trade-marks, as evidenced by more than 
a hundred such registrations in evidence merely as ex¬ 
amples of the practice. 

7. The words “Texas Centennial” are not the name of 
any place, area, or region, but denote an event and are 
not geographical or merely geographical, and the said 
words or notations must be considered as a whole ulnder 
the authority .of law herein presented. 

8. Because the notation “Texas Centennial” as a trade¬ 
mark is used on rose plants does not create any inhibition 
under the 1905 Trade Mark Act in the light of the fact that 
it is a variety trade-mark, and refusal to register is illegal 
discrimination against the appellant established by the evi¬ 
dence and testimony showing this very mark “Texas Cen¬ 
tennial” and similar event marks to have been comn|ionly 
registered for other goods. 

9. The notation “Texas Centennial” is not descriptive 
of any quality or characteristic of the goods of appellant, 
according to the testimony and evidence below. 

10. The Commissioner has obviously misconstrued the 
meaning of the inhibition of the Trade Mark Act of 1905 
regarding so-called descriptive marks, and the evidence 
of appellant fully discloses the impropriety and illegality 
of the refusal of appellant’s registration. 
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Upon the above conclusions, fairly arrived at, the judg¬ 
ment of the Court below should be reversed. 

Respectfully submitted, 

Harry C. Robb, 

John F. Robb, 

Harry C. Robb, Jr., 

i Attorneys for Plaintiff - 

Appellant. 

Robb & Robb, 

Woodward Building, 

* Washington, D. C., 

Solicitors for Plaintiff - 
Appellant. 
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At page 2 of his brief, defendant-appellee asserts 
“that the trade-mark here involved is merely descriptive 
of the goods with which it is to be used,” but fails to tell 
this Court how it describes in the sense of the inhibition of 
the Trade Mark Act of 1905, any quality or characteristic 
of the appellant’s products. That the words of said Act 
“merely descriptive” do not preclude the registration of 
a trade-mark notation constituting the appellation by 
which the goods are called for by the public, is too obvious 
to require submission of authorities. If appellee’s position 
in this regard were correct, trade-marks such as “Ivory”, 
“Swan”, and “P & G” for soap; “Pall Mall”, “Chester¬ 
fields”, “Lucky Strike”, etc. for cigarettes; “Post 
Toasties” and “Krumbles” for cereals, and thousands 
of similar variety names commonly registered would be 
non-registrable. 

Defendant-appellee, on page 2 of his brief, attempts 
to draw some consolation from the statement found I in 
Defendant’s Exhibit 2, excerpted from the publication, 
American Rose Annual of 1936, that the listings therein 
constitute the true names of the roses. Does that prove 
that those names (including the rose name of appellant’s 
rose) are not proper trade-marks? 

Answer to this question is obviously in the negative. 
Appellant has never denied that the trade-mark notation 
“Texas Centennial” is the true name of the variety of rose 
upon which it is used, and it is impossible to understand 
just what the appellee is attempting to infer in pointing 
out in his brief the portion quoted in the second paragraph 
of page 2 thereof. Certainly, the publication of the name 
in this manner cannot prevent the registration of that 
name as a trade-mark in the face of the unrebutted evi¬ 
dence adduced in this case that the notation “Texas Cen¬ 
tennial” was adopted and actually used as a trade-mairk 
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upon the goods in the same manner of the adoption and 
hse of other trade names listed in commercial catalogs or 
other publications. 

The mark as a whole is appellant’s symbol by which 
to convey to its potential customers the desirability of its 
product, to use the language of Justice Frankfurter, in 
the most recent of the Supreme Court’s decisions on trade¬ 
marks : 

“The protection of trade-marks is the law’s recog¬ 
nition of the psychological function of symbols. If it 
is true that we live by symbols, it is no less true that 
we purchase goods by them. A trade mark is a mer¬ 
chandising short-cut which induces a purchaser to 
select what he wants, or what he has been led to be¬ 
lieve he wants. The owner of a mark exploits this 
human propensity by making every effort to impreg¬ 
nate the atmosphere of the market with the drawing 
power of a congenial symbol. Whatever the means 
employed the aim is the same—to convey through the 
mark, in the minds of potential customers, the desir¬ 
ability of the commodity upon which it appears.” 

Mishawaka Rubber & Woolen Manufacturing Com¬ 
pany vs. S. S. Kresgc Company (decided May 
4, 1942) 53 U. S. P. Q. 323; 62 Sup. Ct. Rep. 
1022. 

However, can any question be raised that the words 
“Chevrolet”, “Rolls-Royce”, etc. are the true names of 
the automobiles identified thereby; or that “Uneeda” is 
the true name of the soda cracker so-called, or that 
“Vaseline” is the true name of the particular petroleum 
jelly? Not only are they the true names of these products 
but they are valuable registered trade-marks of the owners. 
Therefore, how this Rose Annual listing differs in any re¬ 
spect from the Thomas Directory listing (PI. Ex. No. 18) 
of trade-marks which did not prevent their registration to 
which we have called attention, counsel for appellee re¬ 
frains from indicating. 
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The statement in appellee’s brief beginning with tjhe 
last paragraph of page 2 and ending at top of page 3, |to 
the effect that the descriptive name “Red Hoover” of t|he 
rose variety here involved “has been applied to the rqse 
in the past, but is no longer used” is completely inaccurate 
and without foundation in the evidence. Mr. Watkins never 
so testified and the evidence of record shows that in 1937, 
long after its adoption and use, it was still being employed 
(see PI. Ex. No. 7) in advertising, and if called for by that 
name today Mr. Watkins said “Texas Centennial” roses 
would be supplied (Tr. 46). The conclusion is, therefore, 
contrary to the appellee’s brief, that “Red Hoover” is 
the descriptive name of the rose, and “Texas Centennial” 
is truly a trade-mark under the statute pointing to origin 
of the goods. 

This fact is not in the least disproved by the statement 
of witness Stark that if he merely saw this red rose gro 


w- 


ing in a garden he could not tell whether it came from Dixie 
Rose Nursery or elsewhere. The purchaser and grower 
of that rose, however, would definitely know that it cjfid 
come from the Dixie Rose Nursery or its licensees by the 
very use of the trade-mark itself on the plant required to 
be applied by a label or tag thereto. It is perfectly obvicus 
that the witness meant that he could not by simply looking 
at the plant in the field, tell whether that particular pl^nt 
was one of the plants which came from appellant’s nursery 
or one reproduced in his own nursery under the proftd- 
sions of the license from the appellant-licensor because 
they are identical reproductions necessarily obtained by 
the asexual method of reproduction. It is common prac¬ 
tice in the trade, having reference to other articles than 
plants, for the licensee under the provisions of his license 
to manufacture in his own plant the articles covered by ihe 
license provisions, and which are duplicates of the articles 
made by the licensor himself in licensor’s plant. Tjhe 
buyer of “Ivory” soap cannot tell whether it is “Ivorjp” 



4 


or a similar white soap like “Swan” soap, unless the trade¬ 
mark name is applied to the goods. 

1 It is interesting to note that District Judge Chesnut 
said regarding these two products, “Ivory” soap and 
“Swan” soap in Lever Bros. Co. v. The Procter <£ Gamble 
Manufacturing Co., 49 U. S. P. Q. at page 535; 38 F. Supp. 
680: 

“Plaintiff produces and sells the widely advertised 
Lux soap, and has recently (September 24, 1940, as 
1 assignee of Bodman) obtained United States Letters 
Patent No. 2,215,539 for an improved process of mak¬ 
ing soap which it is now widely advertising under the 
trade name of ‘Swan.’ The defendant is the well 
known producer of Ivory soap which in past years has 
been extensively advertised as ‘99 44/100% pure,’ and 
since 1939 has been made by an improved process. 
The competing products look alike, are of like size, 
sell at the same price and are said to have generally 
similar qualities. It is apparent at once that the par¬ 
ties are in sharp competition for an extensively used 
household article.” (Emphasis ours.) 

The specious argument at the top of page 4 of ap¬ 
pellee’s brief needs little or no discussion. The suggestion 
that the customer buving fruit “is interested onlv in know- 
ing the orchard from which it came” is a high flight of 
imagination of the Solicitor for appellee, for never does 
this customer think in terms of the orchards but only in the 
quality and characteristics of the fruit, which, by experi¬ 
ence, he learns to connect with the identifying trade name 
or trade-mark associated with the goods (Olson, Tr. 61; 
Stark, Tr. 76). Appellant seeks to register a trade-mark 
for its plants, not the fruit thereof. 

As to the responsibility of the Dixie Rose Co., Stark 
said (Tr. 77), Dixie Rose Company “would be responsible 
that the variety does not change from the original stock 
that came from the Dixie Rose Nursery Company.” The 
Solicitor for the Patent Office apparently goes far astray 
in considering that the question involved here is right of 
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registration for a fruit, a flower, or other than the plants 
themselves. Further, what has a right of action for im¬ 
perfect fruit or flowers got to do with the right to register 
a trade-mark for the plants? If one purchases a bottle 
bearing the label “Listerine,” which a local druggist had 
filled with water or something else, how could the manu¬ 
facturer of “Listerine” be held for fraud or damage^ re¬ 
sulting, unless it was proved that the manufacturer was 
a party to the fraud. The licensee who sells or distributes 
automobiles of a certain make gives the purchaser the 
guarantee of the licensor and any other of his own he sees 
fit. The whole argument has nothing to do with the ques¬ 
tion involved here. The very purpose of the appellant in 
maintaining control over the distribution of this var iety 
by his patent and licenses is to insure against fraudulent 
substitution by providing the licensee with asexually re¬ 
produced plants which produce only the exact reproductions 
sold to the trade bearing appellant’s “own tag,” (Tr. 50) 
with the trade-mark here involved thereon. Attention is 
called to the statement in appellant’s catalog No. 29 (PI. 
Ex. No. 9): 

“Plants of Texas Centennial are carefully selected 
and subject to the same liberal guarantee that covers 
all Roses from Dixie Rose Nursery.” 

In passing now to the argument of appellee’s brief 
beginning at second paragraph on page 4, we ask by what 
right does the Solicitor for the Patent Office in these pro¬ 
ceedings set up an issue which was specifically determir|ied 
by his superior, the Commissioner of Patents on app|eal 
to him, not to be involved? It is important to observe at 
this point that this case does not come up on this appeal 
based upon unanimity of decisions below which is a fur¬ 
ther reason why the facts in the case should be passed upon 
by this Court. 

The fact that this “Texas Centennial” rose was pat¬ 
ented does not militate against appellant’s right to register 
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the trade-mark, nor does a registration for a patented 
article establish or prolong an inhibited monopoly of the 
goods. As noted in the decision of Judge Chesnut, supra , 
the “Swan” soap is covered by the Bodman patent. About 
the most common practice in existence today is the registra¬ 
tion of trade-marks for patented articles and plaintiff- 
appellant has so shown this in the record before this Court, 
—see PI. Exs. No. 3 and No. 4. 

Does the Patent Office ever ask an applicant for reg¬ 
istration of a trade-mark whether the goods are patented? 
The answer is no, disregarding the present case where this 
fact of patenting of the rose by appellant was unjustifiably 
made a ground of refusal to register (PI. Ex. No. 1, p. 42). 
Quoting the Trade Mark Examiner’s refusal: 

“It is believed that registration is properly refused on 
the ground that the mark sought is a variety name as 
well as the name of a patented article.” 

Now as to this, on appeal to the Commissioner of Pat¬ 
ents, the Assistant Commissioner dismissed this question 
Unequivocally on applicant’s argument on appeal in the 
following words (PI. Ex. No. 1, p. 63): 

“It follows that I am also in agreement with coun¬ 
sel that trade-mark protection should not be here 
denied merely because applicant’s ‘Texas Centennial’ 
rose is patented. Upon these points I am unable to 
adopt in its entirety the reasoning set forth in the 
several carefully prepared actions the Examiner has 
rendered during the prosecution of this case.” 

This “reasoning” of the Examiner was the very same 
as is now attempted to be advanced in the appellee’s brief 
and reversed by the Assistant Commissioner on appeal, 
namely, the “indefinite prolongation of the monopoly.” 

The Trade Mark Examiner himself indicated in the 
record before this Court that “trade-mark designations of 
patented articles may or may not be open to the public 
after expiration of the patent monopoly,” (PI. Ex. No. 1, 
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p. 47) and in saying that, he indicated the practice so ccjm- 
monly followed by the Patent Office as to warrant this 
Court in taking judicial notice of the grant today of regis¬ 
trations for trade-marks for patented articles of every kind 
and nature, including, as the record herein shows (Pl. tx. 
13, Registrations 224,880; 269,473; 261,843; and Pl. ix. 
No. 19, catalog), the grant of trade-mark registrations for 
patented plants. The position taken by the Solicitor for 
the Patent Office in his brief, we reiterate, is totally incon¬ 
sistent with the “reasoning” of the Commissioner of Pat¬ 
ents in deciding the appeal in this case where he said 
(Tr. 63): 

“I agree with counsel for applicant that the regis¬ 
trability of trade-marks for plants should be deter¬ 
mined upon precisely the same considerations as th<|>se 
that govern the registrability of trade-marks for a|ny 
other articles of commerce.’’ 

That was why the Commissioner who decided this case in 
the Patent Office stated in his opinion, as above quoted, that 
applicant’s registration was not to be denied because 
“Texas Centennial” rose is patented. 

However, we assert that the law of trade-marks itself 
does not prohibit the registration of a trade-mark merely 
because it is applied to a patented article and that a trade¬ 
mark which is the name of a patented article is entitled to 
registration. 

This question was presented to the Court of Appeals 
of New York in the case of Waterman v. Shipman, 130 
N. Y. 301, where Judge Vann stated: 

“Assuming that upon the expiration of the patent 
anyone may use the name, until that time arrives, why 
should the inventor be deprived of a right which, with¬ 
out question, "would be his if he had not taken out a pat¬ 
ent for his invention.” 

We believe it is appropriate to call to attention the- 
similar attitude of the highest Italian Court, the Cassation. 
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Court at Rome, which in passing upon this very question 
in two cases where the trade-marks, at first arbitrarily 
chosen, later were referred to in a generic way by the 
public, used the following words to indicate the important 
principle involved: 

“Any different viewpoint runs counter to our feel¬ 
ing of justice, particularly where the popularity that 
the word has meanwhile acquired is due to, and is 
created by, the propaganda and efforts that the owner 
of the trade-mark has expended on behalf of his article, 
and is also attributable to the generally recognized 
efficacy and quality of such article. It would be in¬ 
equitable, therefore, if we were to punish the very 
concern which is responsible for the wide circulation 
and popularity of the article by holding that, as a con¬ 
sequence of all its efforts, it is to lose its trade-mark 
right, which had helped such concern to build up its 
good-will in the past, as well as its potential good¬ 
will.” Bull, of the U. S. Trade Mark Ass’n., Oct. 1936, 
No. 10, Vol. 31, p. 280. 

Far more important, however, we call attention to the 
fact that this discussion in the brief of the Solicitor for the 
Patent Office is an unwarranted attempt on the part of the 
appellee to raise an issue which has no basis in the con¬ 
clusions of law of the lower court in this controversy. The 
lower court did not find as a legal conclusion from the facts 
stated that the trade-mark here in question was applied to 
a patented article, and, therefore, could not be registered 
on that ground. The issue was not raised in the trial below 
because decided by the Commission favorably to appel¬ 
lant. In the absence of any such conclusion of law which 
might give to the appellee a right to burden this Court 
with another issue not in any sense supported by the prac¬ 
tice prevailing at the present time, it is appellant’s re¬ 
spectful request that this discussion in appellee’s brief be 
dismissed from consideration as unwarranted and out of 
the scope of the issues before this Honorable Court, under 
the authority of this Court, in Minnesota Mining & Manu- 


facturing Company v. Coe, 73 App. D. C. 146; 48 Uj S. 
P. Q. 98: 

“The question of invention is the question whether 
‘some uncommon talent’ is shown. As this is a ques¬ 
tion of fact we are to decide not whether in our opinion 
there was invention, but whether the finding that th,ere 
was none is consistent with the evidence, or, whal; is 
the same thing, is ‘supported by the evidence.’ ” 

To the same effect, see Standard Cap and Seal Corp. v. 
Coe, 124 F. (2d) 278. 

In any event, the doctrine of the Singer case referred 
to at page 5 of appellee’s brief is not of general applica¬ 
tion, and is based upon a different fact situation from w|hat 
is involved here. This doctrine, it is well known, is not gen¬ 
erally applied to cases where the trade-mark in question 
was adopted prior to the grant of patent, as is the fact in 
the case before this Court. This undoubtedly is due to the 
fact that it is the name and not the patent which lends par¬ 
ticular value to the article. 

Moreover, under the “Singer” doctrine, it must first 
be satisfactorily shown that the trade name in question 
has actually become descriptive of the article: “That is to 
say, a part of the common language,” as stated by the well 
known authority Derenberg in his excellent discussion of 
the “Singer” doctrine cases. 

If this Court agrees with appellant’s contention tjiat 
this question, in the absence of the fact that the patent of 
appellant has not expired, has no place in this controversy, 
extended discussion is unnecessary, but should the Court 


be interested in the subject, it is respectfully sugges 


ted 


that the chapter of Derenberg “Trade Mark Protection 
and Unfair Trading,” section 55 thereof, be considered in 
connection with the circumstances or facts involved in the 
present case. 

On page 6 of appellee’s brief, reference is made to the 
Shredded Wheat case as supporting the theory that this 
case should be affirmed on a principle which is not even 
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involved in this cause and not an issue on this appeal be¬ 
fore this Court. At most, the Shredded Wheat case in¬ 
volved an action for unfair competition and the Supreme 
Court specifically indicated that the action was not for 
trade-mark infringement. This Honorable Court, previ¬ 
ously to the Supreme Court case referred to, had decided 
that the words “Shredded Wheat” “accurately and aptly 
described an article of food,” which is the only proper 
conclusion the Court could have reached since the words 
are ordinary and common descriptive -words, found in any 
Ehglish dictionary, truly describing characteristics of the 
article, as referred to in the Trade Mark Statutes establish¬ 
ing the inhibition against registration of such words. 

Moreover, the Supreme Court recognized and specifi¬ 
cally pointed out that the basic and specific patents on the 
article itself, the machine and process for making it, had 
expired, and the term “Shredded” had been extensively 
used in the patents themselves to describe the article. When 
the trade-mark “Shredded WTieat” was registered under 
the Trade Mark Act of 1920 it was conceded to be de¬ 
scriptive. 

None of these factors are present in this case before 
this Court. 

Also, on page 6 of appellee’s brief the Solicitor for the 
Patent Office indulges in theories which are not supported 
by any evidence before the lower court, or any authorities 
which support the statements. It is stated that the marks 
“Ivory,” “Post Toasties,” etc. denote origin of the goods 
on which used, but that appellant’s mark does not do so 
because “Texas Centennial” roses always remain the 
same. It is improper to state that Procter & Gamble may- 
change the composition of “Ivory” soap at any time, while 
retaining the name, because this is not in accordance with 
the law of trade-marks. There are many cases in the books 
which clearly hold that registrants and owners of trade¬ 
marks may lose whatever trade-mark right they possessed 
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by changes in the composition of the article. An example 
of this is found in the well known case, Prince Mfg. Coj v. 
Prince’s Metallic Paint Co., 135 N. Y. 24, at page 39, from 
which we quote: 

. 

“A party cannot secure the confidence of the public 
in an article on the ground that it is made from <|>ne 
material, of which the trade-mark is a guaranty, aind 
then without advising the public, substitute another ma¬ 
terial and sell that upon the credit of the true article, 
and justify the false use of the trade-mark or label 
on the ground of similar quality. If this was per¬ 
mitted, it would offer a temptation to fraud, and an 
inferior article might be palmed off on unsuspecting 
purchasers. And although the false article is as good 
as the true one, the privilege of deceiving the public 
even for their own benefit is not a legitimate subject 
of commerce.” 


See also The Coca Cola Company v. The Koke Company 
of America, et al., 254 U. S. 143. 

The name “Texas Centennial” does, as a matter of 
fact, indicate a particular kind of rose, just as “Ivory” 
indicates a particular kind of soap, and just as “Post 
Toasties” indicates a particular kind of cereal, distin¬ 
guishing from identical or similar kinds on the market 
made by other manufacturers. In fact, the decision of the 
Supreme Court in Lawrence Mfg. Co. v. Tennessee Mfg. 
Co., cited on page 7 of appellee’s brief, supports apj>el- 
lant’s position rather than that of appellee. It has no 
pertinency to arbitrary marks like “Texas Centennial,” 
“Ivory” and “Post Toasties.” (The surname “Post” of 
this variety trade-mark was not disclaimed.) 

At no time has appellee proved that the use oi; a 
trade-mark or trade name upon goods to distinguish tlJeir 
particular variety from others deprives the owner of stch 
mark or marks of the right of registration or exclusive 
right to use the name upon the goods. The very definition 
of a trade-mark as given in the dictionary, referring to 
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Webster’s New International Dictionary, published in 1929, 
is to the contrary, and we quote therefrom as follows: 

Trade mark— 

“A peculiar distinguishing mark, device, or symbol 
affixed by a manufacturer, merchant, or trader to 
his goods in order to identify them as his goods, and 
to distinguish them from the goods manufactured, 
sold, or dealt in, by others; hence specif., such a 
mark the exclusive right to the use of which is recog¬ 
nized by law.” 

The definition of a trade mark given in the quoted 
portion of the United States Supreme Court’s decision 
on page 2, supra, confirms this point. 

As an indication of the looseness with which the 
Solicitor for the Patent Office presents appellee’s case, we 
call attention to the statement on page 7 of appellee’s 
brief reading as follows: 

“The name ‘Texas Centennial’ is clearly intended to 
indicate a particular kind of rose, rather than a rose 
produced by the Dixie Rose Nursery.” 

We emphatically state that this is just contrary to all of 
the evidence adduced on behalf of appellant, which is the 
only evidence in the case on this point. Appellant’s inten¬ 
tion to use the mark as a trade-mark and denoting origin 
is established without peradventure of a doubt by Plain¬ 
tiff’s Exhibit 22, and the testimony of the witness Wat- 
kins in this connection quoted on pages 13 and 14 of ap¬ 
pellant’s main brief. In addition, the trade-mark is recog¬ 
nized as such in the trade, as is clearly established by the 
testimony of the witnesses Stark and Perkins (Tr. 68, 81). 
The mere fact that appellant does not apply, or contemplate 
applying, the trade-mark to any other variety of rose does 
not negative its present trade-mark significance. 

We have treated in our main brief the geographical 
significance of the trade-mark, particularly with reference 
to the disclaimer of the word “Texas” and the outline map 
of the State of Texas, and we dismiss this by stating that 
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never has the requirement to disclaim these features been 
made in the proceedings in this case, and further that the 
authority cited first by appellant and now by appellee, 
namely, the Beckwith case, decided by the U. S. Supreme 
Court, does not hold that registration must be refused 
unless purely descriptive features are disclaimed; nor is 
such alleged practice properly implied from the decision 
of the Court of Customs and Patent Appeals in the c^,se 
of In re American Cyanamid and Chemical Corporation , 
since in that case the Court admitted that the precise ques¬ 
tion had never been before it. Moreover, that court also 
apparently failed to take into consideration the fact situa¬ 
tion presented in the Beckwith case, and which simply lad 
to do with the permissive use of disclaimers rather than the 
absolute requirement of disclaimers as a prerequisite to 
registration of a trade-mark, and it furthermore was deal¬ 
ing with words (“Moistair Heating System”) individually 
and completely descriptive. 

The foregoing is completely supported by appellant’s 
evidence adduced at the trial below whereby it is disclosed 
that in reference to arbitrary combination variety trade¬ 
marks that may include a descriptive word, a surname, or 
a geographical word as a part of the whole notation, srch 
words are not required to be disclaimed. In this connection 
we refer to the following trade-marks registered under 
the 1905 Trade-Mark Act, and designate the contained word 
which alone is not registrable: 

PL Ex. 3—“Trail Dump”, Reg. 353,440—the wcrd 
“Dump”; Year 1938. 

PI. Ex. 4—“ Superseal ”, Reg. 320,460—the wcrd 
“seal”; Year 1935. 

PI. Ex. 12—“Texas Centennial”, Reg. 340,37 
the word “Texas”; Year 1939. 

PI. Ex. 12—“Canada’s Pride”, Reg. 
word “Canada’s”; Year 1929. 

PI. Ex. 12—“New England Yankee”, Reg. 

—the words “New England”; Year 1937. 

PI. Ex. 12—“St. Claire Exposition”, Reg. 

—the word “St. Claire”; Year 1935. 
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PI. Ex. 27—“Black Ben”, Reg. 44,636—the word 
Ypar iqOn 

PI. Ex. 27—“King David”, Reg. 44,439—the word 
“David”; Year 1905. 

PI. Ex. 27—“Stark-Star”, Reg. 44,394—the word 
“Stark”; Year 1905. 

PI. Ex. 27—“Sumner Gleason”, Reg. 97,013—the 
words “Sumner or Gleason”; Year 1914. 

PI. Ex. 27—“Double Life”, Reg. 111,302—the word 
“Double”; Year 1916. 

PI. Ex. 13—“Richbred”, Reg. 366,572—the word 
“Rir>h”* Year 19*39 

PI. Ex. 14—“Brown Bang”, Reg. 302,144^-the 
word “Brown”; Year 1933. 

PL Ex. 14—“Winehaven”, Reg. 307,430—the word 
“Wine”; Year 1933. 

PI. Ex. 14—“Old Coaching”, Reg. 308,562—the 
word “Old”; Year 1933. 

PI. Ex. 16—“Post Toasties”, Reg. 69,283—the 
word “Post”; Year 1908. 

PI. Ex. 17—“Sweet Caporal”, Reg. 27,269—the 
word “Sweet”; Year 1895. 

PI. Ex. 17—“Old Gold”, Reg. 238,664—the word 
“Old”; Year 1928. 

PI. Ex. 20—“Radio Warblers”, Reg. 366,635—the 
word “Warblers”; Year 1939. 

As regards the statements on page 9 of appellee’s brief, 
dealing with the decision in In re Canada Dry Ginger Ale, 
Inc., we have pointed out on page 28 of appellant’s main 
brief the reason why this case is not in point here. The 
Words “Canada Dry” are dictionary descriptive words of 
quality or kind. The combined words “Texas Centennial” 
are not! The evidence in this case definitely shows, con¬ 
trary to the suggestion of the Solicitor for the Patent Office 
in his brief, that registrations for composite marks, in¬ 
cluding geographical words and designs (even the actual 
■Words “Texas Centennial”), have been granted subsequent 
to the Canada Dry decision and practically coincident with 
the presentation of the appellant’s trade-mark to the Pat¬ 
ent Office and the lower court in this cause. (See Plaintiff’s 
Exhibit No. 12.) 
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We are not relying solely upon what the Solicitor |for 
the Patent Office admits is an inconsistency (Page 9, Ap¬ 
pellee’s Brief), but rather we are relying upon the Tr^de 
Mark Statute itself which only inhibits the registration of 
trade-marks which are merely geographical or merely de¬ 
scriptive, and the long settled interpretation of this Statute 
by the Patent Office and the courts that it applies only 
to those marks which are merely descriptive or merely 
geographical as a whole. 

The “inconsistency” argument of appellee is a mis¬ 
nomer, in any event. The grants of registrations for jfche 
variety trade-marks of Plaintiff’s Exhibits 3 and 4, the 
grants of 27 registrations for variety trade-marks of Plain¬ 
tiff’s Exhibit 12, the grants of 28 registrations of variety 
trade-marks of Plaintiff’s Exhibit 13, the grants of 21 reg¬ 
istrations of variety trade-marks of Plaintiff’s Exhibit 14, 
and the large numbers of registrations in Plaintiff’s Ex¬ 
hibits 15, 16, 17 and 20, are not an “inconsistency.” For 
appellant to have put in thousands of similar registra¬ 
tions -would have been merely cumulative. They are recog¬ 
nition of the proper interpretation placed on the Trade 
Mark Act of 1905 by all Commissioners of Patents since 
1905 until this case arose. They disclose that the decisions 
of the Commissioner of Patents and that of the Court 
below, refusing appellant’s registration, in this case, are 
wholly unsupported in law. 

In the light of the above, it is believed that this Court 
should reverse the judgment of the lower court and author¬ 
ize the registration of the trade-mark involved; other¬ 
wise one large industry will be deprived of rights to register 
trade-marks under our Federal law, a situation in all good 
conscience to be avoided. 

Respectfully submitted, 

Harry C. Robb, 

John F. Robb, 

Harry C. Robb, Jr., 

Attorneys for Plaintiff-Appellant. 

Robb & Robb, 

Woodward Building, 

Washington, D. C., 

Solicitors for Plaintiff-Appellant. 


